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GLENN Coat Company v. Dickinson Fuet Company anp C. C. 
DiIcKINSON 


United States Circuit Court of Appeals, Fourth Circuit 


October 2, 1934 


Trave-Marks—“Brack Banpb” on Coat—REeGIsTRaTION—BEARING ON ANTI- 
Trust Acr—Purpose or Act. 

Defendants, engaged in mining and selling bituminous coal, mined 
in the so-called Black Band Seam of West Virginia, obtained registra- 
tion for the words “Black Band” as a trade-mark for coal on April 1, 
1924, notwithstanding the fact that plaintiff, as well as the other coal- 
producing concerns operating in the region, had an equal right to use 
the words “Black Band” on their coal. Held that the said registration 
was not obtained in furtherance of a conspiracy to register and mo- 
nopolize interstate commerce in the goods in a civil suit brought for 
violation of the Anti-Trust Act, the main purpose of the Act being 
to protect the public from monopolies in restraint of trade. 

Trape-Marxs—“Buiack Banpv” on Coar—Lacx or Pusiic INTerest. 

In the case at issue, where the parties were in litigation over the 
right to use the name “Black Band” as a trade-mark for coal, held 
that the public interest was inappreciably affected. 

Trape-MarKxs—ReEGIstraTION—INTENT AS RELATED TO THE ANTI-TRuUst Act. 

A general allegation that the words “Black Band” were unlawfully 
registered with an intent to monopolize goods to which the mark is 
applied, held not sufficient to justify the finding of infringement where 
the public interest was not substantially involved. 

Trape-Marxs—“Biack Banpv” on Coat—GeoGraPHIcAL Trape-Marks— 
CaNCELLATION—Arrecr or Suir Unper Anti-Trust Act. 

Held that the cancellation by the Commissioner of Patents of the 
trade-mark “Black Band,” registered by defendants for use on coal, 
on the ground of its being purely descriptive and geographical, five 
years prior to the bringing of the present suit should be considered in 

determining the legal effect of the declaration. 








In equity. Action to recover three-fold damages alleged to have 
been sustained by violation of the Sherman Anti-Trust Act. On 
appeal from the United States District Court, Southern District of 
West Virginia. Affirmed. 












George Poffenbarger, (A. A. Lilly; Lilly §& Lilly and Poffen- 
barger & Poffenbarger on brief), all of Charleston, W. Va., 
for appellant. 

Robert S. Spilman (Hawthorne D. Battle and Price, Smith § 

Spilman, on brief), of Charleston, W. Va., for appellees. 
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Before Nortucotr and Soper, Circuit Judges, and Cuesnvut, 
District Judge. 


Cuesnut, D. J.: The appellant in this case, as plaintiff in 
the District Court, brought a civil suit at law against the defendants 
to recover three-fold damages alleged to have been sustained by 
violation of the Sherman Anti-Trust Act (15 USC, s. 15). A 
demurrer to the declaration was sustained with leave to the plaintiff 
to amend; and after an amendment not deemed to substantially 
alter the nature of the case, the demurrer was again sustained. The 
plaintiff declined to further amend and judgment went for the 
defendants, from which this appeal has been taken. 

The only question here is whether the amended declaration, con- 
sisting of a single count extending over twelve pages of the printed 
record, sufficiently states a cause of action under the statute. It 
is unfortunately prolix but, after analysis, the substance of the 
case as stated may be summarized as follows: It is alleged that 
the plaintiff, a West Virginia corporation, has been engaged since 
September 1, 1920, in mining and selling in interstate commerce 
bituminous coal produced from the “Black Band seam of coal, one 
of the Kanawha measures and seams of coal, located in the well- 
developed, well-defined and extensively known Kanawha coal field 
of West Virginia,” which was and had been for many years well 
and favorably known in the trade as “Black Band” coal, and by 
reason of its superior qualities generally commanded a market 
price somewhat larger than other bituminous coals; and that the 
defendant, the Black Band Consolidated Coal Co., also a West 
Virginia corporation, was likewise engaged during said period in 
producing and selling the same kind of coal in interstate commerce 
as a competitor of the plaintiff; and that another defendant, the 
Dickinson Fuel Company, likewise a West Virginia corporation, 
was the sales agent for the coal produced by the Black Band Com- 
pany. In addition to the corporate defendants, two individuals 
were also named as defendants, one C. C. Dickinson, a citizen 
and resident of West Virginia, being the president of the Dickinson 
Fuel Company, and J. Edwin Horn, a non-resident, being the 
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president of the Black Band Company. Of the four defendants 
only two, the Dickinson Fuel Company and C. C. Dickinson, its 
president, were summoned; and it does not appear why the Black 
Band Company, a West Virginia corporation, was not summoned. 
It is stated that the only other producer of this Black Band coal 
was the Kanawha Black Band Coal Company, of West Virginia. 

It is further alleged, in the language of sections 1 and 2 of the 
Anti-Trust Act (15 USC, ss. 1 and 2) that the four named defend- 
ants on or about June 5, 1923, and thereafter until the commence- 
ment of the suit, May 12, 1932, unlawfully combined and con- 
spired, in restraint of trade, to monopolize and did monopolize and 
unlawfully control the market in the sale and price of said Black 
Band seam of coal in interstate commerce, and destroyed competi- 
tion between the plaintiff and the Kanawha Black Band Coal Com- 
pany, on the one hand, and the defendant, the Black Band Con- 
solidated Coal Company on the other hand, in consequence of which 
the Black Band Company was enabled to sell its coal at a higher 
price than could have been obtained if the market had been free, 
and the plaintiff was injuriously affected to the extent that its own 
sale of coal during said period was lessened by 100,000 tons and it 
was compelled to sell at least 150,000 tons at a price of twenty- 
five cents per ton less than it was really worth, and thus lost 
$62,500. It is further alleged that the plaintiff suffered this loss 
because, by reason of the defendants’ activities, it was not able to 
sell its coal as “Black Band” coal. The means by which the object 
of the conspiracy was effected is alleged to have been the illegal 
and unlawful procurement by the Black Band Consolidated Coal 
Company, with the connivance of the other defendants, of a United 
States trade-mark, consisting of the words “Black Band” num- 
bered 182,171, for the coal produced and sold by it, and thereafter 
it threatened the plaintiff and its customers with suits for damages 
if the plaintiff's coal should be sold as “Black Band.” It is 
further alleged that on November 20, 1923, while the application 
for the trade-mark was “secretly pending” and its pendency was 
unknown to the plaintiff, the Dickinson Fuel Company took from 
the plaintiff an exclusive coal sales agency for the sale of its coal 
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as “Black Band” coal and thereafter fraudulently and deceitfully 
and without the knowledge of the plaintiff, sold its coal not as 
“Black Band” coal as it had been sold and was being sold when 
said agency was taken, but as “Kanawha” coal or “Blue Ribbon” 
coal until January 10, 1924. 

The question presented is whether the amended declaration dis- 
closes in substance a violation of the Anti-Trust Act by the defend- 
ants with consequent material injury to the plaintiff. The language 
of section 15, on which the action is based, is as follows: 


Any person who shall be injured in his business or property by reason 
of anything forbidden in the Anti-Trust Laws may sue therefor in any 
district court of the United States in the district in which the defendant 
resides, is found or has an agent, without respect to the amount in con- 
troversy, and shall recover three-fold damages by him sustained, including 
full costs of suit and including attorneys’ fee. 


To recover, the plaintiff must establish two things: (1) a 
violation of the Anti-Trust Act and (2) damages to the plaintiff 
proximately resulting from the acts of the defendant which con- 
stitute a violation of the Act. In a civil suit under this section, the 
gist of the action is not merely the unlawful conspiracy or monopoli- 
zation or attempt to monopolize interstate commerce in the par- 
ticular subject matter, but is damage to the individual plaintiff 
resulting proximately from the acts of the defendant which con- 
stitute a violation of the law. A mere conspiracy with intent to 
violate the law, while it may be the basis of a valid indictment 
under the criminal sanction of the Anti-Trust Act, does not give 
rise to a personal civil suit for damages. 

Thus it has been held in numerous federal decisions that in a 
civil suit under this special Act the declaration must allege facts 
from which the court can determine that there has been a violation 
of the Act with resultant damage proximately caused thereby to the 
plaintiff. In Alex. Milburn Co. v. Union Carbide and Carbon 
Corp., 15 F. (2d) 678 (C. C. A. 4) (certiorari denied, 273 U. S. 
757) this Court, by Judge Parker, said: 


It is not sufficient that the declaration be framed in the words of the 
statute or that it allege mere conclusions of the pleader. It must describe 
with definiteness and certainty the combination or conspiracy relied on, 
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as well as the acts done which resulted in damage to plaintiff, and, in 
doing so, must set forth the substance of the agreement in restraint of 
trade, or the plan or scheme of the conspiracy, or the facts constituting the 
attempt to monopolize. 19 R. C. L. 87; Cilley v. United Shoe Mach. Co. 
(C. C.) 152 F. 726; Rice v. Standard Oil Co. (C. C.) 148 F. 464, 

The same rule has been announced in other cases. Jack v. 
Armour & Co. (C. C. A. 8) 291 F. 741; Tilden v. Quaker Oats Co. 
(C. C. A. 2) 1 F. (2d) 160; Witherell § Dobbins Co., v. United 
Shoe Co. (C. C. A. 1) 267 F. 950; Corey v. Independent Ice Co. 
(D. C. Mass.) 207 F. 459; Dueber Watch Co. v. E. Howard 
Watch Co. (C. C. S. D. N. Y.) 55 F. 851; Blumenstock Bros. v. 
Curtis Pub. Co. 252 U. S. 436, 440; Compare Albert Pick-Barth 
Co. v. Mitchell-Woodbury Corp. 57 F. (2d) 96 (C. C. A. 1). 

In this case we must, therefore, carefully analyze the declara- 
tion to ascertain what act or acts of the defendants are alleged 
which amount to a violation of the law with consequent damage 
to the plaintiff. It is alleged in the declaration with much emphasis 
and repetition that the defendants unlawfully combined and con- 
spired to violate the law, and to restrain and monopolize the trade 
and also that their acts were unlawful, fraudulent, deceptive and 
accompanied by the intent to violate the law. These are, however, 
only general allegations and in themselves no more than conclusions 
of the pleader in the absence of averment of specific acts of the 
defendants from which it can be determined as a matter of law 
whether the Act has in fact been violated with resultant damage 
to the plaintiff. Here we find that only two specific acts are set 
out, consisting of (1) defendant’s activities with respect to the 
allegedly deceitfully procured exclusive sales agency taken by the 
Dickinson Fuel Company from the plaintiff, and (2) the registra- 
tion of the trade-mark with threat of suit if infringed. As to the 
former, it appears its duration was limited to the period from 
November 20, 1923, until January 10, 1924, less than two months, 
and it terminated more than eight years prior to the commencement 
of the suit. As the plaintiff is seeking to recover damages by 
virtue of the defendant’s conspiracy for only five years (the period 
of limitations) preceding the institution of the suit, it seems obvious 
that the allegedly deceitfully procured and unfairly executed sales 
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agency by the Dickinson Fuel Company could not possibly have 
been an effective cause of the plaintiff’s damages sustained during 
this five-year period. This allegation may, therefore, be dismissed 
from further consideration. The only remaining act of the defend- 
ants alleged as showing a violation of the Anti-Trust Act and 
causing damage to the plaintiff is the registration of the trade-mark. 
The exact date of this registration is not stated in the declaration 
but was admitted to have been April 1, 1924. While the declara- 
tion alleges that the registration of the trade-mark was procured 
illegally and unlawfully, it does not specify in what the illegality 
and unlawfulness consisted. Nor does it show that the plaintiff 
has ever taken any action to have the trade-mark cancelled as 
authorized by section 93 of Title 15 USC, or to bring an action 
for damages against the Black Band Consolidated Coal Company, 
the registrant of the mark, as authorized by section 104 of Title 
15 USC; nor does it appear from the declaration that the plaintiff 
has asserted its rights in litigation or otherwise to continue to sell 
its coal as “Black Band”’ coal, despite the allegedly unlawful regis- 
tration of the trade-mark by the registrant. 

It is thus seen that the question of law presented as to the 
sufficiency of the declaration is simply this: where there are two 
competitors in interstate trade in the same article, does the regis- 
tration of a trade-mark by one, with incidental insistence on exclu- 
sive proprietary rights therein, of itself constitute a violation of 
the Anti-Trust Act, upon the mere allegation that the procurement 
of registration was unlawful (without specification as to how or 
why), coupled with the allegation that it was done in furtherance 
of a conspiracy to restrain and monopolize interstate commerce in 
the article, thus entitling the plaintiff to three-fold damages. In 
our opinion the answer must be in the negative. The law with 
regard to registration of interstate trade-marks has been very fully 
covered by statutes which provide the terms and conditions for their 
registration, for the cancellation thereof if improperly registered, 


and for damages to individuals resulting from improper registra- 
tion as a result of a false or fraudulent declaration or representa- 
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tion, oral or in writing, or by any false means. The measure of 
damages is simply the actual damage sustained. We think it quite 
unreasonable to conclude that it was the intention of Congress in 
providing for three-fold damages in a civil suit for violation of 
the Anti-Trust Act to have intended to thereby give to a plaintiff in 
a case of this kind three-fold damages in addition to those given by 
the trade-mark law, merely on the allegation that the registration 
was in furtherance of a conspiracy to violate the Anti-Trust Act. 
See Keogh v. C. & N. W. Rwy. Co. 260 U. S. 156, 162. Such a 
construction would necessarily extend the scope of the latter Act 
to cases beyond its fair import and make it possible to convert 
almost any and every trade-mark controversy into a civil suit under 
the Sherman Act. It is well-known that the main purpose of the 
Anti-Trust Act was to protect the public from monopolies and 
restraint of trade and the individual right of action was but inci- 
dental and subordinate. This was well expressed by Mr. Chief 
Justice White in Wilder Mfg. Co. v. Corn Products Co. 236 U. S. 
165, 174, in the following language: 

In other words, founded upon broad conceptions of public policy, the 
prohibitions of the statute were enacted to prevent not the mere injury 
to an individual which would arise from the doing of the prohibited acts, 
but that harm to the general public which would be occasioned by the evils 
which it was contemplated would be prevented, and hence not only the 
prohibitions of the statute but the remedies which it provided were co- 
extensive with such conceptions. 

Thus, the declaration to be good must show not only damages 
sustained by the individual plaintiff but, even more importantly, a 
violation of public rights prohibited by the Act. It is not sufficient 
that the declaration shows merely a good cause of action at common 
law. As was said by the Supreme Court in the Blumenstock 
case, supra: 


In order to maintain a suit under this act the complaint must state a 
substantial case arising thereunder. The action is wholly statutory and 
can only be brought in a District Court of the United States, and it is 
essential to the jurisdiction of the court in such cases that a substantial 
cause of action within the statute be set up. 


There is much internal evidence in the amended declaration 
itself and in facts of which we may fairly take judicial notice, that 
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the substantial grievances complained of are private rather than 
public. The subject matter relates to coal mined from a particular 
seam in a very limited coal mining area in one county of West 
Virginia. There are only three producers of this particular bitu- 
minous coal, the defendant, the Black Band Company, having an 
annual production of 100,000 tons; the Kanawha Coal Company, 
producing 30,000 tons, and the plaintiff, having an actual produc- 
tion of 50,000 tons per year with an allegedly possible output of 
70,000 tons per year, or in all, not more than 200,000 tons per 
year for all three producers, or 1,000,000 tons in the five years 
prior to the institution of the suit, as compared with the total 
output for the years 1928-32, inclusive, for the whole country, 
amounting to 2,191,016,256 tons. During the same years the 
amount of bituminous coal produced in West Virginia was 
578,181,824 tons. It is mathematically obvious that the amount of 
bituminous coal produced from the Black Band seam in West 
Virginia is almost infinitesimal as compared with the total country- 
wide production, and it is not reasonable to infer that the public 
interest has been appreciably affected by the private controversy 
between the parties growing out of the registration of the name 
“Black Band” as a trade-mark applicable to the defendants’ coal. 
(Note.) We cannot accept the appellant’s contention that the 
alleged superior quality of Black Band coal so sets it apart from 
other bituminous coal that the public interest must thereby be con- 
sidered to have been affected. In this respect the situation is not 
dissimilar to that dealt with by the Supreme Court in the first 
Coronado case, 259 U. S. 344, 412, where the court held that an 
alleged conspiracy to suppress the production of 5,000 tons a week 
of coal, in a national weekly production of from 10,000,000 to 
15,000,000 tons, or a production in the particular district of 
150,000 tons a week, was too negligible an amount to have any 
appreciable effect upon the interstate price of coal. Other cases 
holding that the public interest is not involved unless the restraint 


of interstate trade is substantial in amount are McLatchey v. King, 
(D. C. Mass.) 250 F. 920; Marienelli v. United Booking Office of 
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America (D. C. S. D. N. Y.) 227 F. 165; Dueber Watch Case 
Mfg. Co. v. Howard Co. (C. C. S. D. N. Y.) 55 F. 851; Konackey 
v. Jewish Press (C. C. A. 8) 288 F. 179; Standard Oil Co. v. 
United States, 283 U. S. 163, 176; Indiana Farmers’ Guide Pub. 
Co. v. Prairie Farmer Pub. Co., 70 F. (2d) 2, 5, (C. C. A. 7). 
Compare Albert-Pick-Barth Co. v. Mitchell Woodbury Corp., 57 
F. (2d) 96 (C. C. A. 1); Mitchell Woodbury Corp. v. Albert- 
Pick-Barth Co., Inc., 41 F. (2d) 148 (C. C. A. 1), reversing 36 
F, (2d) 974. 

We do not mean to hold that the illegally procured registra- 
tion of a trade-mark may not properly be considered with other 
well pleaded acts of the defendants as a part of a larger plan to 
violate the Anti-Trust Act where it can be seen from facts alleged 
in the declaration that there has been a substantial violation of the 
public interest protected by the Act. See Standard Oil Co. v. 
United States, supra. But here we find nothing alleged beyond 
the bare fact that a trade-mark was procured and rights there- 
under asserted by the defendants without the allegation of any 
other facts, apart from general averments of violation of the Act 
as conclusions of the pleader. It is true that the mere registration 
of the mark is not itself conclusive, but the presumption is of 
validity and regularity in the registration until it is overcome by 
proof to the contrary. And we do not think the mere general 
allegation that the mark was illegally and unlawfully procured is 
sufficient of itself to show an intent to monopolize trade in the 
subject matter to which the mark is applicable, especially where 
it does not clearly appear that the public interest was substantially 
involved. Nor does the allegation in the declaration that the de- 
fendants knew the mark was not susceptible of registration sub- 
stantially better their case in this respect, in the absence of some 
alleged fraudulent act or misrepresentation. An obvious possible 
objection to the mark was that it was descriptive and a geographical 
term, but even such terms have been held good marks in certain 
cases. In the absence of specific fraud alleged, the matter of 
registration was evidently one of opinion only. 
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The Circuit Court of Appeals for the Sixth Circuit recently 
dealt with a somewhat similar case in International Visible Systems 
Corp. v. Remington-Rand, Inc., 65 F. (2d) 540, where an allega- 
tion, that the defendant maliciously and without probable cause 
and with intent to destroy business of the plaintiff and smother 
competition instituted a pretended patent infringement case, was 
held not sufficient to sustain a declaration in a civil suit under the 
Anti-Trust Act. 

The demurrer was also properly sustained because it appears 
that the plaintiff’s cause of action was barred by limitations. Under 
the later West Virginia cases this is a defense which may be 
availed of on demurrer in law cases. Doss v. O’Toole, 80 W. Va. 
46, 48 (1917); Cameron v. Cameron, 111 W. Va. 375 (1921). In 
West Virginia the suing out of the summons is the commencement 
of the action for the purpose of applying the statute of limitations. 
Lambert v. Ensign Mfg. Co. 42 W. Va. 813. In this case the 
record shows that the summons was sued out on May 12, 1932. As 
the Anti-Trust Act does not itself prescribe the period of limita- 
tions for civil suits and there is no other federal statute applicable 
thereto, the period of limitations is that fixed by the local law of 
the State of West Virginia. Chattanooga Foundry and Pipe Works 
v. Atlanta, 203 U. S. 3890. The applicable West Virginia statute 
is section 12, Article 2, Ch. 55, West Virginia Code of 1931, which 
provides: 

12. Personal Actions Not Otherwise Provided For: Every personal 
action for which no limitation is otherwise prescribed shall be brought 
within five years next after the right to bring the same shall have accrued, 
if it be for a matter of such nature that, in case a party die, it can be 
brought by or against his representative; and if it be for a matter not of 


such nature, shall be brought within one year next after the right to bring 
the same shall have accrued, and not after. 


The appellant contends that under this statute the period of 
limitations for this case is five years, while the appellees contend 


Note.—The figures are given in the appellees’ brief without contradic- 
tion by appellant’s counsel, and are said to be shown by the reports of 
the United States Bureau of Mines and published in Saward’s Annual for 


1933, p. 11, and given wide publicity in trade journals and other publica- 
tions. 
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that it is only one year. Which view is correct is to be determined 
not from the local West Virginia decisions but from federal deci- 
sions construing the Act of Congress in the light of the common 
law and determining whether the nature of the civil action is one 
that survives or abates upon the death of the party. And on this 
question the federal decisions are in conflict. See Caillouet v. 
American Sugar Refining Co. (D. C. La.) 250 F. 639; Bonvillain 
v. American Sugar Refining Co. (D. C. La.) 250 F. 641; Haskell 
v. Perkins (D.C. N. J.) 28 F. (2d) 222; Perkins v. Haskell (C. C. 
A. 3) 31 Fed. (2d) 53, holding that the cause of action does not 
survive; while Sullivan v. Associated Bill Posters, etc. (C. C. A. 2) 
6 F. (2d) 1000 (Circuit Judge Hough dissenting) ; United Copper 
Securities Co. v. Amalgamated Cooper Co. (C. C. A. 2) 232 F. 
574; Imperial Film Exchange v. General Film Co. (D. C. N. Y.) 
224 F. 985, hold that it does survive. It is, however, unnecessary 
for us to decide in this case whether the period of limitations is 
five years or one year because under either holding, in our opinion, 
the declaration is demurrable on the ground of limitations in view 
of what is now to be stated. 

The heart of the plaintiff's case lies in the allegation that its 
business profits were impaired during the period of five years prior 
to the commencement of the suit by the defendants’ insistence on its 
alleged trade-mark rights. The declaration does not show what 
resistance the plaintiff made to the defendants’ claims regarding the 
trade-mark, but the inference from the allegations of the declara- 
tion is that it was unable to successfully combat them in the trade. 
This obviously could be true only if the trade-mark remained un- 
cancelled, because it would be idle to contend that the defendants’ 
claims could have been the proximate cause of the plaintiff's loss 
if the plaintiff had successfully asserted the invalidity of the mark. 
While the declaration is entirely silent as to what defensive 
measures, if any, the plaintiff used against the defendants’ claim, 
it appears as one of the grounds of demurrer that the trade-mark 
was in fact cancelled more than five years prior to the commence- 


ment of this suit, and we are referred to the opinion of the Court 
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of Appeals of the District of Columbia in the case of Black Band 
Consolidated Coal Company herein, 20 F. (2d) 284 [17 T.-M. 
Rep. 303], from which it appears that in September, 1924, the 
plaintiff instituted a cancellation proceeding against the trade-mark 
and in August, 1925, the Examiner of Interferences, after hearing 
the evidence, recommended that the registration be cancelled. This 
decision was affirmed by the Commissioner of Patents and the regis- 
tration was in due course cancelled. The cancellation was put upon 
the ground that the mark was purely descriptive and geographical ; 
and it does not appear that there was any issue as to fraud or 
misrepresentation in procuring it. On appeal (submitted May 9, 
1932) the Court of Appeals of the District of Columbia affirmed 
the cancellation on May 26, 1927. 

It further appears from other assigned causes in support of the 
demurrer that thereafter the plaintiff brought suit in the District 
Court for the Southern District of West Virginia against the Black 
Band Consolidated Coal Company for damages sustained by the 
registration of the mark and recovered therein a judgment of 
$20,642. And it likewise further appears that the plaintiff and the 
Dickinson Fuel Company have litigated the alleged breach of the 
agency agreement referred to in the declaration. See Dickinson 
Fuel Company v. Glenn Coal Company, 103 W. Va. 366 (1927). 
In view of these disclosures the statement of the case as contained 
in the declaration assumes an air of unreality. Nevertheless, the 
appellant invokes the generally accepted rule of pleading that only 
the facts disclosed by the declaration, in connection with other 
facts of which the court may properly take judicial notice, may be 
considered on demurrer. We are not now concerned with the ques- 
tion as to whether the recovery in the damage suit is a bar to 
the present suit; nor, in view of what has already been said is the 
litigation over the agency agreement of importance here. But we 
cannot approve the appellant’s contention that the cancellation of 
the trade-mark more than five years prior to the commencement of 
this suit must be disregarded. It is said that we may not take 
judicial notice of the decision in the case of the Black Band Con- 
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solidated Coal Company v. Glenn Coal Company, 20 F. (2d) 284 
[17 T.-M. Rep. 303], and the facts therein stated, although the 
appellant here was a party to the case and the other party, the 
Black Band Consolidated Coal Company, was named as one of 
the defendants in this case, because the decision reported is the 
decision of another federal court. Assuming, without deciding, that 
the objection is well taken so far as the doctrine of judicial notice 
is concerned, we cannot accept the view that we must disregard the 
fact of the cancellation of the mark which has been expressly 
admitted to be true by counsel for the appellant in open court 
here. It is one of the essential functions of the judicial process to 
determine the law applicable to established facts and there is no 
necessity to invoke the doctrine of judicial notice with regard to a 
relevant and indeed controlling fact which is freely admitted by 
counsel in argument. The admission of this fact in this case is 
tantamount to an admission that the case as stated in the declara- 
tion cannot be maintained. It was stated by counsel for the appel- 
lant that the omission from the declaration of the fact of cancella- 
tion of the trade-mark was probably due to inadvertence of the 
pleader but this seems hardly an adequate explanation in view of 
the nature of the subject matter. It seems rather more reasonable 
to infer that the fact was omitted from the declaration in order to 


avoid the application of the statute of limitations. In view of the 


admission of the fact we feel obliged to consider it in determining 


the legal effect of the declaration, especially as there is no express 
affirmative allegation on the point contained in the declaration. 
And so considered, it is apparent that the declaration does not 
allege acts of the defendants within five years prior to the com- 
mencement of the suit which could fairly be regarded as the proxi- 
mate cause of the plaintiff's alleged damage. 

It is contended by appellant’s counsel that, on the point of 
limitations, the date of the affirmance of cancellation by the Court 
of Appeals of the District of Columbia (May 26, 1927), fourteen 
days after five years prior to the commencement of the suit, rather 
than the cancellation itself by the Commissioner of Patents, more 

















544 TWENTY-FOUR TRADE-MARK REPORTER 


than five years prior to the suit, should be regarded as the effective 
date. But we are unable to accept this view because we are referred 
to no provision of law which has the effect of suspending or super- 
seding the cancellation by the Commissioner of Patents pending 
appeal. It is also contended by counsel for the appellant in a 
brief filed after the oral argument when these questions were 
raised, that the effect of the alleged wrongful registration and the 
defendants’ claims should be considered as having continued in 
their effect on the trade for some indefinite time after the actual 
cancellation. But even if this could be assumed, the nature of the 
plaintiff's declaration is wholly inapplicable to such a situation. 


We conclude the judgment of the District Court must be and 
is hereby affirmed. 


O-Cepar Corporation v. F. W. WootwortH Co., and Minway 


CuemicaL Co. 
United States Circuit Court of Appeals, Seventh Circuit 
October 19, 1934 


Trape-Marks—Uwnrair Competition—Svurrs—AccountTING—J URISDICTION OF 
Speciat Master. 

While a court of equity may refer issues or the entire suit to a 
special master, it is better practice, except where stress of work or 
other good cause is shown, for the court to try the issues determinative 
of liability and merely refer matters of accounting to the master. 

Unrair Competirion—Svurrs—Damaces. 

An appellant may be entitled to a decree enjoining appellee from 
pursuing unfair practices and yet be entitled to recover only nominal 
damages, as the statute of limitations may have run as to part or all 
of its claim and, moreover, appellant may be guilty of such laches as 
will prevent recovery of all or part of the damages or profits. 

Unrair Compettrion—Svuits—Morion To AMEND. 

In an action in which the District Court had issued an interlocutory 
decree in favor of appellee, a motion to direct the court to amend 
such decree so as to award a money decree against appellee for all 
savings and profits derived by the defendants from the sale of furni- 
ture polish bearing the labels complained of or any similar label likely 
to be confused with plaintiff's label, was denied. 


In equity. Action for unfair competition. Appeal from the 
United States District Court, Northern District of Illinois. On 
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motion to recall the mandate and amend the opinion. Denied. For 
original decision, see 23 T.-M. Rep. 362. 


George L. Wilkinson, Joseph B. Lawler and Milton T. Miller, 
all of Chicago, Ill., for appellant-plaintiff. 

Edward S. Rogers, Ednyfed H. Williams and Henry B. Floyd, 
all of Chicago, Ill., for appellees-defendants. 


Before AtscHuLER, Evans, and Sparks, Circuit Judges. 


Per Curiam: Appellant has petitioned us to recall the mandate 
in the above-entitled cause and to amend the opinion and the man- 
date so as to make the same more specific and inclusive. It urges 
us to direct the District Court to enter an interlocutory decree, 
which among other provisions will contain one awarding a money 
decree against appellees in favor of appellant for “all savings, 
profits, gains and advantages which the said defendants, and each 
of them, have derived, received or made through the sale of furni- 
ture polish bearing the said labels specifically complained of in 
the Bill of Complaint, or bearing any other label or labels or con- 
tained in any bottle, carton or container in or on which appeared 
the word ‘Cedar’ and/or ‘Cedar Oil,’ in a manner to be mistaken 
for or confused with plaintiff's ‘O-Cedar’ or ‘Cedarine’ furniture 
polish, and that the plaintiff recover from the defendants, and each 
of them, all damages which it, the said plaintiff, has suffered by 
reason of any and all such unfair acts of the defendants, and each 
of them... .” and referring the cause to a master to take testi- 
mony and determine the amount of said recovery. 

Such a proposed decree was submitted, and the District Court, 
in refusing to enter it, said: 

The Court of Appeals held that the plaintiff was entitled to injunctive 
relief. It gave no directions whatever with respect to an accounting. The 
court does not understand that an accounting necessarily follows an in- 
junction. The question has arisen as to whether or not, pursuant to the 
mandate of the Circuit Court of Appeals, an accounting must be ordered 
in order to carry out the terms of the mandate. The Circuit Court of 
Appeals did not order an accounting. The court believes that upon the 
redocketing of the case the matter of accounting is still open. On the 


case made the court does not believe that the plaintiff is entitled to an 
accounting. 
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An accounting is very expensive. Whether or not the plaintiff is en- 
titled to an accounting at least is doubtful question. Before the parties 
are put to the enormous expense of an accounting, it is well that the ques- 
tion of whether or not the plaintiff is entitled thereto should be definitely 
and conclusively settled. No appeal will lie from an order decreeing an 
accounting while an order denying an accounting is appealable. 


If we understand the ruling of the District Court, it correctly 
construed our opinion as not specifically directing an accounting of 
damages or of gains and profits. An accounting of damages and 
profits is a long and expensive proceeding which should not be 
ordered unless the prevailing party is entitled to recover such 
damages or profits. It is far better practice for the District Court 
to hear and determine the fact issues decisive of the right to a 
money decree before ordering a reference. While a court of equity, 
it is true, may refer issues, or the entire suit, to a special master, 
it is far better practice, except where stress of work or other good 
cause is shown, for the court to try the issues determinative of 
liability and merely refer matters of accounting to the master. 
Supreme Court Equity Rule 59; In re Volland, 69 F. (2d) 475. 

Appellant may be entitled to a decree enjoining appellees from 
pursuing unfair practices and yet be entitled to recover only nomi- 
nal damages. Wolf, Sayer §& Heller, Inc. v. United States Slicing 
Machine Co., 261 F. 195. In other words, appellant may be 
estopped to claim damages or profits. Likewise, the statute of 
limitations may have run as to part of all of its claim. Then, too, 
appellant may be guilty of such laches as will prevent recovery of 
all or part of the damages or profits it would otherwise recover. 

On some appeals the record may be sufficient to permit the 
appellate court to determine whether the defense of laches, estop- 
pel, or statute of limitations, etc., has been established. The instant 
case is not one of this class. A hearing by the District Court, and 
findings made on such hearing are necessary in this case. The 
rights of both parties will thus be preserved and the court’s find- 
ings and orders may be ultimately reviewed. If the determinative 
issues of fact are found in favor of the appellant, the District 
Court will then proceed with the accounting, or order a reference 
to ascertain the amount recoverable. But such reference should be 
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limited to an accounting on only such questions as the court, after 
passing on the defenses of laches, estoppel, etc., shall direct. 
The motion is denied. 


QviGcLey Pus.isuine Co., Inc. v. SHowMEN’s Rounp TaB ez, INc., 


ET AL. 
(7 F. S. 410) 


United States District Court, Southern District of New York 
May 29, 1934 


Unram Competirion—Svuits—Previminary INJUNCTION—WHEN PeERMis- 
SIBLE. 

Ordinarily a material injury or some affirmative prospect thereof 

is a condition precedent to the allowance of a preliminary injunction. 
Unram Competirion—Svuirs—Derence—LAcuHes. 

Where plaintiff delayed applying for an injunction five months after 
defendants’ magazine, containing the title complained of, first appeared, 
held the laches to be sufficient to warrant refusal of a preliminary 
injunction. 

Trape-Names—“‘Rounp TaBie” as Tire oF PERIODICAL. 

The title of plaintiff, a magazine publishing company, to the words 
“Managers’ Round Table Club,” as caption of a department, held not 
so well established as to warrant the grant of a preliminary injunction, 
especially as the award thereof would be equivalent to final decree in 


plaintiff's favor. 
In equity. Action for alleged unfair competition. On plain- 
tiff’s motion for a preliminary injunction. Denied. 


Chester Bordeau, A. H. de Yampert and White & Case, all of 
New York City, for plaintiff. 

Gettinger §& Gettinger, of New York City, for defendants Show- 
men’s Round Table, Inc. and Charles E. Lewis. 


Carrey, D. J.: For the present purpose it will be assumed, as 
is urged by the plaintiff, that in the departmental title, Managers’ 
Round Table Club, of the Motion Picture News and the Motion 
Picture Herald, the words Round Table have long ago gained and 
now have a secondary significance in the motion picture industry; 
that a department under this title has been conducted continuously 
in the News or the Herald ever since May, 1928; that from May, 
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1928, to March, 1933, when first the News and then the Herald 


were making use of such title, the defendant Lewis was in the 
employment of its owner and at the head of the department men- 
tioned; and that since May, 1933, the Showmen’s Round Table 
has operated in the same field as the Herald. 

Nevertheless, I still entertain—as at the time of issuing my 
memorandum of May 12, 1934, I entertained—doubt as to whether 


the plaintiff 


has satisfactorily established either that it has superior 


title to the words in controversy or that it has suffered or is suffer- 
ing, or prior to the trial is likely to suffer, substantial injury from 
the circulation of the defendants’ magazine. 

The effect of employment upon the relative rights to fruits of 
the mind of an employee has not been discussed by counsel for 


either side. 


If the words under consideration were the subject of 


a patent and we were dealing with a patent issued thereon, on the 
evidence before me I should not feel prepared to hold that it has 
been plainly made out that ownership thereof has vested in the 


employer. 


The authorities in which there were disputes between 


employers and employees are assembled in United States v. 
Dubilier Condenser Corp., 289 U. S. 178, 53 S. Ct., 554, 77 L. Ed. 


1114, 85 A. 
master [ D. 


Corporation 


L. R. 1488 (see, also, New Jersey Zinc Co. v. Sing- 
C.] 4 F. Supp. 967, and United States Colloid Mill 
v. Myers, 6 F. Supp. 283, in this court, February 16, 


1934). I am impressed that, with respect to ownership of the 


words here, 


in question, the governing principles to be derived 


from the patent cases constitute a persuasive test, or at least 
analogy, for application in determining the crucial issue in the 


case at bar. 


Usually material injury, or some affirmative prospect of material 


injury, is a 


injunction. 


condition precedent to the allowance of a preliminary 


Cf., Behre v. Anchor Ins. Co. (C. C. A.) 297 F. 986, 


989; Eastern Const. Co. v. Eastern Engineering Co., 246 N. Y. 
459, 464, 465, 159 N. E. 397. 


Again, under the circumstances of this case it seems to me that 


award of a preliminary injunction, practically, would be the equiv- 
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alent of a final decree for the plaintiff; also that it would be ex- 
tremely difficult, if not impossible, to frame the condition of a bond 
to be given by the plaintiff so that the defendants could ever recover 
thereon any large part of their actual damage in event it should be 
eventually determined that such award was erroneous. From my 
review of the papers, I must say that I think it likely that the plain- 
tiff will ultimately prevail. Yet, as I conceive it, my doubts require 
that at present I decline to grant an injunction pendente lite. Cf., 
Diamond Match Co. v. Safe Harbor Match Co. (C. C.) 109 F. 154. 
See, also, Owsley v. Yerkes (C. C.) 185 F. 686, 688; Cumberland 
Telephone & Telegraph Co. v. Stevens (D. C.) 274 F. 745, 747; 
and Fleetway, Inc. v. Public Service Interstate Transp. Co. (D. C.) 
4 F. Supp. 482. 

A further ground for withholding relief at this stage is the 
delay in making application for it. This consists of five months 
after the defendants’ magazine first appeared before instituting 
suit and then five months longer before moving for an injunction. 


What laches is sufficient to warrant refusing a preliminary injunc- 


tion varies. Generally it is matter of degree. I am persuaded, 
however, that the delays here, coupled with the lack of adequate 
explanation of them, demand that a preliminary injunction be not 
issued now. Cf., C. O. Burns Co. v. W. F. Burns Co. (C. C.) 118 
F. 944; Kelly-Springfield Tire Co. v. Kelley Tire & Rubber Co. 
(D. C.) 276 F. 826, 827-828 [12 T.-M. Rep. 88]; Wesson v. Galef 
(D. C.) 286 F. 621, 626 [12 T.-M. Rep. 100]. On the other hand, 
if the trial of the suit be not speeded and there should develop 
substantial change in the situation, plaintiff may renew the motion 
based on the papers used on this motion and supplemental papers, 
with leave to the defendants to use their present papers and sup- 
plemental papers in opposition. 
Motion denied. Settle order on two days’ notice. 
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Patren v. Superior Tatkine Pictures, Inc. 
(8 F. S. 196) 


United States District Court, Southern District of New York 
July 23, 1934 


CoryricHtTs—Tirte or Story nor Prorectep. 
The title of story is not protected by the copyright on the story. 
Unram Competirion—Name or Lrrerary Work—Score or Prorecrion. 

The name which has become descriptive and is closely identified in 
the public mind with the work of a particular author may not, during 
the life of the copyright, be so used as to mislead, nor may such name 
be used after the expiration of the copyright unless adequate explana- 
tion is given to guard against mistake. 

Trape-Marks anp Unrair Competirion—Tire or Lrrerary Composirion— 
“Frank Merriweti”—Use 1x Motion Picrure Fium. 

Plaintiff was the author of 1,236 stories, known as the “Frank Mer- 
riwell Stories,” which obtained wide popularity and appeared both in 
magazine and book form. Plaintiff also purposed showing the character 
“Frank Merriwell” in motion pictures. Held that defendant, in dis- 
tributing and advertising motion picture films by featuring the words 
“Frank Merriwell” as one of the characters, was competing unfairly 
with plaintiff; and a preliminary injunction was ordered. 


In equity. Action for unfair competition in the use of the 
name of literary compositions. On motion for preliminary injunc- 
tion. Granted. 


Howard A. Newman, of New York City, for plaintiff. 
Harry G. Kosch, (Harry G. Kosch and Edmund Souhami, of 
counsel), both of New York City, for defendant. 


Coxe, D. J.: This is a suit to restrain the distribution or ex- 


hibition of motion pictures using in the title the name “Frank Mer- 


riwell”; and the present motion is for a preliminary injunction 
pending the trial of the action. 

The plaintiff is the author of 1,236 stories, known as the 
“Frank Merriwell Stories,” published during a number of years, 
commencing in 1896, under the pen name “Burt L. Standish.” 
All of these stories have the names “Frank Merriwell’” or “Merri- 


well” in the title, and are covered by existing copyrights, which are 
either held or controlled by the plaintiff. They revolve around a 
central character called “Frank Merriwell,’ and portray his ad- 
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ventures during school and college days, and after graduation. 
They were clean, wholesome stories of American life, and had a 
tremendous appeal during the years preceding the World War. 
Indeed, they were so widely read that “Frank Merriwell’’ became 
a real and impressive figure in the imagination of the boys of the 
time, and the influence of his name and exploits extended to all 
parts of the country. Moreover, the stories were always associated 
in the public mind with the work of Burt L. Standish, the present 
plaintiff. 

The defendant is a distributor of motion picture films, and on 
April 11, 1934, publicly advertised the early release of a series of 
twelve three-reel featurettes of the Northwest Mounted Police, 
entitled “Frank Merriwell, Flash (The Talking Horse), and Cap- 
tain (King of Dogs). These pictures have as characters an 
actor called “Frank Merriwell,’ a horse named “Flash,” and a 
dog known as “Captain”; but it is not seriously contended that they 
are similar in theme, design, or plot to any of the plaintiff’s stories. 

The question, therefore, is whether the defendant is entitled to 
use in the distribution or exhibition of its pictures a name which 
has been popularized by the plaintiff in connection with his stories, 
and which has come to be identified in the public mind with his 
work; and on that issue the defendant insists (1) that the plaintiff's 
copyrights do not extend to the titles, and (2) that the stories and 
the motion pictures are not in competition. 

The first “Frank Merriwell” stories appeared weekly during 
the period from April 18, 1896, to February 6, 1915, in a magazine 
known as the Tip Top Weekly, published by Street & Smith, and 
selling for five cents a copy. There were in all 986 stories pub- 
lished in that way, and each contained approximately 22,000 words. 
The average sales of the weekly were 100,000, and the total dis- 
tribution for the entire period exceeded 98,000,000 copies. In 
addition, the name “Frank Merriwell” was elaborately advertised 
and kept before the public by the publishers by means of circulars, 
booklets, display pictures, and prize contests; and it has been 
estimated that over $500,000 was expended for that purpose. 
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After 1915, the stories continued in book form, and were sold 
in paper covers for ten cents each. There were over 250 of these 
paper-covered novels, and more than 25,000,000 copies are stated 
to have been sold in that form. In some cases, also, there were 
cloth-bound editions of certain of the novels, with approximate sales 
of 50,000 copies. 

During the past three years, the plaintiff has been engaged in 
writing a pictorial strip called “Frank Merriwell’s School Days” 
and “Frank Merriwell at Yale’; and this strip has appeared in 
over 200 daily newspapers throughout the country. The plaintiff 
has also broadcast recently the adventures of “Frank Merriwell”’ 
three times weekly over a number of radio stations. In addition, 
there have been countless newspaper and magazine articles relating 
to “Frank Merriwell” and the plaintiff's connection with the stories. 

Since 1924, the plaintiff at various times has had under con- 
sideration the possibility of producing a series of “Frank Merri- 
well” motion pictures, but it was only during the past few months 
that negotiations were completed for the preparation of the script 
to be used in making such pictures; and in the Film Daily of March 
9, 1934, there is a news item to the effect that “Frank Merriwell’”’ 
would shortly be shown in motion pictures. 

The motion pictures which the defendant is planning to exhibit 
or distribute are being produced under a written contract dated 
April 9, 1934, giving the defendant the exclusive distributing rights 
to the pictures throughout the world. 

The plaintiff's copyrights do not cover the titles to the stories. 
Harper v. Ranous (C. C.) 67 F. 904; Glaser v. St. Elmo Co. 
(C. C.) 175 F. 276; National Picture Theatres, Inc. v. Foundation 
Corporation (C. C. A.) 266 F. 208 [10 T.-M. Rep. 385]; Warner 
Bros. Pictures v. Majestic Pictures Corporation (C. C. A.) 70 F. 
(2d) 310. But a name which has become descriptive, and is closely 
identified in the public mind with the work of a particular author, 
may not, during the life of the copyright, be used so as to mislead. 
National Picture Theatres, Inc. v. Foundation Corporation, supra; 
Paramore v. Mack Sennett, Inc. (D. C.) 9 F. (2d) 66. Nor may 
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such a name be used even after the expiration of the copyright, 
unless adequate explanation is given to guard against mistake. 
G. & C. Merriam Co. v. Ogilvie (C. C. A.) 159 F. 638, 16 L. R. A. 
(N. S.) 549, 14 Ann. Cas. 796; Underhill v. Schenck, 238 N. Y. 
7, 20, 143 N. E. 773, 3 A. L. R. 303 [11 T.-M. Rep. 231]. In 
the present case, the name “Frank Merriwell’’ has become associated 
in the public mind solely and exclusively with the plaintiff’s author- 
ship; it is a name which is highly descriptive of his work; and 
ordinary principles of unfair competition are peculiarly applicable. 

It is, however, insisted by the defendant that its motion pic- 
tures will not in any way compete with the “Frank Merriwell 
Stories”; but the law of unfair competition does not rest on any 
such sterile foundation. Yale v. Robertson (C. C. A.) 26 F. (2d) 
972; Wall v. Rolls-Royce (C. C. A.) 4 F. (2d) 333; Alfred Dun- 
hill, Inc. v. Dunhill Shirt Shop (D. C.) 3 F. Supp. 487. And as 
long as the plaintiff continues to hold the exclusive rights to drama- 
tize by means of motion pictures (Kalem Co. v. Harper Bros., 222 
U. S. 55, 32 S. Ct. 20, 56 L. Ed. 92, Ann. Cas. 1913A, 1285), he 
should be protected from the unauthorized use of the names “Frank 
Merriwell” and “Merriwell” by a prospective if not actual com- 
petitor. 


The motion for a preliminary/injunction is granted. 


Correct Printine Co., Inc. v. Ramapo River Printinc Company, 
INc., ET AL. 
Epmunp W. Hayes v. Ramapo River Printine Company, INc., 


ET AL. 
United States District Court, Southern District of New York 


October 26, 1934 





Trave-Marks—INFriInGemMeNtT—“Avtomatic” ror Posrcarp Fo.pers. 
Where plaintiffs were first to adopt and use the word “Automatic” 
as a trade-mark for a return postcard folder of distinctive shape and 


form, the subsequent use by defendants of a similar card, held infringe- 
ment. 
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Unram Competirion—Use or Trape-Mark 1n Corporate NAME. 
The use by defendant of plaintiffs’ trade-mark “Automatic” in its 
corporate name, Automatic Sales Producers, Inc., gave it no protection. 
Unram Competirion—Ficririous Ciaim or Parent PRrorection. 
Defendant, falsely representing to the trade that it, Automatic 
Sales Producers, Inc., was entitled to patent protection under expired 
patents held unfair competition. 
Unrai Competirion—Copyinc Non-FuncrTionaBLe ELeMEeN'ts or Goons. 
The copying by defendants in exact detail of all of the non-func- 
tional elements of plaintiffs’ postcard folder, was restrained as unfair 
competition. 
In equity. Action for trade-mark infringement and unfair 
competition. Decree for plaintiffs. 


Harry Price (Dean, Fairbank, Hirsch, & Foster, of counsel), 
all of New York City, for plaintiffs. 
Joseph Sussman, of New York City, for defendants. 


Coxe, D. J.: These are suits for trade-mark infringement and 
unfair competition, and the present motion is for a preliminary 
injunction. 

The plaintiffs are manufacturers or distributors of a return 
post card folder of distinctive arbitrary shape and form, which 
was originally designed in 1931 by the plaintiff, Correct Printing 
Co., Inc. This folder has been sold by the plaintiffs in large 
quantities since 1931, under the description “Automatic Post Card 
Folder.” On November 14, 1933, the plaintiff, Correct Printing 
Co., Inc., registered the trade-mark “Automatic,” as applied to the 
folder (No. 307,933); and on January 9, 1934, secured an addi- 
tional registration as a trade-mark of a miniature outline of the 
folder itself (No. 309,304). The folders now sold by the plain- 
tiffs’ display both of these trade-marks. 

In February, 1933, the defendant, Samuel L. Unger, brought 
out a post card folder identical in shape and form to the “Auto- 
matic’”’ folder being sold by the plaintiffs. Unger had previously 
secured the registration as a trade-mark of the words “Sales 
Producers” (No. 196,660); and on February 28, 1933, he or- 
ganized the defendant Automatic Sales Producers, Inc. for the 
purpose of marketing his product. He insists that he had no 
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knowledge of the plaintiffs’ folder at the time, but I_am convinced_ 
from a careful reading of the affidavits that he ‘deliberately copied 
the ‘plaintiffs’ distinctive design | of folder, and appropriated the 
trade-mark ‘ ‘Automatic,” in order to reach the plaintiffs’ customers. 

His subsequent. conduct in representing to the trade that the 
defendant Automatic Sales Producers, Inc. was entitled to patent 
protection under expired or entirely irrelevant patents, and in 
threatening prosecution for patent infringement, was a palpable 
fraud ; and no amount of legal sophistry can extenuate such trade 
practices. ~ Clearly, | it was unfair competition, which the 2 plaintiffs 
have just cause to ‘complain about, 

~The post “card folder forming the basis of the litigation is 
entitled_to no patent protection whatever; it is neither patented, 
nor is it patentable; and any claim of patent protection is entirely 
unwarranted. The unauthorized use_of non-functionable elements 
may, y, however, be restrained in a proper case as unfair competition. 
Yale v. Alder, 154 F. 37; Rushmore v. “Manhattan, 163 F. 939; 
Rushmore v. Badger, 198 F. 379 [2 T.-M. Rep. 489]; Wesson v. 
Galef, 286 F. 621 [12 T.-M. Rep. 100]. Lthink this is a proper 
case for the application of that principle, inasmuch as the defend- 
ants, knowingly, have seen fit to copy in exact detail all of the 
non-functionable elem elements of the plaintiffs’ folder. 

The ‘right_ of the plaintiffs. tothe use-of-the.trade-mark ‘‘Auto- 
matic’ is also clearly established; and the mere inclusion ofthe 
word in the corporate name of _ the. defendant. Autematic..Sales 
Producers, Inc. furnishes no protection. Alfred Dunhill v. Dun- 
hill, 3 ¥F. Supp. 487; Peck Bros. v. Peck, 113 F. 291. Nor does’ 
the change to Reply-O-Matic avoid infringement. National Biscuit 
v. Baker, 95 F. 185. 

The plaintiffs’ second trade-mark, consisting of the outline of 
the miniature folder, is unobjectionable_ purely as a_trade-mark, 
but obviously it gives no exclusive rights to the manufacture or sale 
of the folder itself. I think, therefore, that the legend on the 
plaintiffs’ folder is misleading, as it carries the impression that 
the shape and design of the folder are protected. 
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The contention of the defendants that relief should be denied 
because of laches is without merit. Wesson v. Galef, supra. 

The motion of the plaintiffs is granted, and a preliminary in- 
junction may issue against the defendants, Automatic Sales 
Producers, Inc., Samuel L. Unger, and Ramapo River Printing 
Company, Inc., enjoining them 


(1) From further imitating or copying the distinctive arbitrary shape 
and form of plaintiffs’ post card folders, and 

(2) From utilizing registered trade-marks Nos. 307,933 and 309,304, 
and 

(3) From further representing to the trade, by incorrect patent mark- 
ings, or otherwise, that the defendants have patent protection, and that 
plaintiffs’ customers and prospective customers are subject to suits for 
infringement. 


Yate & Towne Mre. Co. v. HABER 


United States District Court, Eastern District of New York 
July 30, 1934 


Unram Competririon—“Yate” on Locks anp Harpware—ListInc IN 
TELEPHONE Directory AND Use In ADVERTISING. 

Defendant, a merchant and locksmith, who conducted also a repair 
service, held guilty of unfair competition in using the name “Yale 
Lock Service” as a trade-name for his business and in listing same in 
telephone directories, inasmuch as plaintiff had for over seventy years 
built up a world-wide reputation and business in locks and hardware 
under the name “Yale,” and had a valuable good-will therein. 

Unratm Compettrion—-Use or ANoTHER’s TrapE-Mark 1N Repam SERVICE 
—Form or Decree. 

The use by defendant, in a service of repairing locks and hardware, 
of the word “Yale,” plaintiff’s well-known trade-mark, held to have 
been adopted for the purpose of capitalizing the name for the benefit 
of the defendant and the injury of plaintiff. A decree was, accordingly, 
entered enjoining defendant from using the word “Yale” or any name 
containing it in his business in such a manner as to tend to cause the 
defendant’s business to be confused with or mistaken for the plaintiff's. 


In equity. Action for unfair competition. Judgment for plain- 
tiff. 


Porter & Taylor (F. Carroll Taylor, of counsel), of New York 
City, for plaintiff. 

David R. Haber (Maz F. Finkelstein, of counsel) both of New 
York City, for defendant. 
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CampBELL, D. J.: This is an action in equity brought by the 
plaintiff, a manufacturer of locks, keys, hardware, and other 
products which it identifies by the name “Yale,” in which it seeks 
to enjoin the defendant, a hardware merchant and locksmith, from 
using the name “Yale Lock Service’ as a trade-name for his busi- 
ness, and from listing such name in telephone directories, and in 
general from using the word “Yale” in any manner calculated to 
cause his business to be confused with plaintiff. 

Plaintiff's solicitors in their brief say that it is concerned with 
protecting its rights in the word “Yale,” and stands ready to waive 
any accounting or damages. 

The facts are as follows: 

Plaintiff over a period of seventy years has built up a world- 
wide business in locks, hardware, and other fabricated articles. 

Plaintiff has for many years identified its products and its 
business entirely by the word “Yale.” 

Plaintiff has earned a widespread and enviable reputation in its 
field, and its good-will which centers around the word “Yale” is 
of large value. 

The public has come to associate plaintiff's locks and keys and 


other products with and to know the business itself by the name 
“Yale.” 


Plaintiff has forty men continuously engaged in traveling 


throughout the country, including New York City, oiling, cleaning, 
and, when necessary, repairing bank locks, safe deposit locks, and 
the like. 

Plaintiff employs at least ten men at its plant at Stamford, 
Conn., who do nothing but repair work, and orders for such work 
on simple locks, door checks and the like are constantly being 
received from New York City and elsewhere, and are filled. 

These orders for repair work come both from locksmiths and 
users. 

When plaintiff has installed a master key system, it keeps 


records of the adjustments, and it endeavors to and does have its 
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own employees make any repairs and adjustments in such systems 
as may be required. 

Plaintiff does not maintain any repair shop in New York City, 
but it does receive from two to fifteen telephone calls a day relating 
to repairs or service. In some cases the inquirer is advised to 
send the article to Stamford, in rarer cases a man is sent out to 
do the work, and in ordinary simple cases, the inquirer is referred 
to some neighborhood locksmith whom plaintiff believes to be 
reliable and competent to do the work. 


Plaintiff does not give any licenses to locksmiths to “service” 
or “repair” “Yale” locks. It has no agency or other contract with 
defendant. 

Plaintiff sells “Yale” parts to locksmiths, and sells “Yale” 
products to dealers for resale. Such sales have been made to the 
defendant. 

The defendant has a hardware store where he does locksmith- 
ing. He handles the products of a number of manufacturers. In 
December, 1933, he registered with the county clerk of New York 
county, a certificate adopting “Yale Lock Service” as a trade-name 
for his business. This name appears on his store, although he testi- 
fied that the real name of his business was “Bridge Hardware 
Store.” He lists “Yale Lock Service” as the name of his business, 
in the telephone directories of Manhattan, Bronx, Brooklyn, and 
Queens. He uses on his cards and on his bill forms the expression, 
“Distributors and Manufacturers Agent for Yale.” 

The defendant’s intention in adopting “Yale Lock Service’ as 
a trade-name was stated in his answer to be, “to attract telephone 
inquiries.” At the trial he testified that the reason he filed the 
certificate was that he received a check to “Yale Lock Service” and 
had to file the certificate in order to get it cashed. Apparently the 


defendant had been using “Yale Lock Service” in the telephone 
books for a short time prior to registering the trade-name. The 
defendant has stated that he did not know that the telephone com- 
panies will not list a name in the directories unless it is the trade- 
name of a business, but admitted that he had recently been told so. 
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On the facts as found, the use of the name “Yale Lock Service” 
by the defendant constitutes unfair competition against the plain- 
tiff, and should be enjoined. 

The name “Yale,” for which plaintiff has built up a great repu- 
tation, is a commercial asset of very large value, and plaintiff is 
entitled to have it protected. 

The name “Yale” identifies the plaintiff and its products, and 
the use which the defendant makes of the word tends to deceive 
those dealing with it to believe that they are dealing with plaintiff, 
and thus the control of the name and the character of the repair 
work done by the defendant under the name “Yale” is not con- 
trolled by the plaintiff. This is an injury, even though the work 
done by the defendant may be good, and no sales or repair work 
may be diverted from plaintiff. Yale Electric Corporation v. 
Robertson (D. C.) 21 F. (2d) 467, affirmed (C. C. A.) 26 F. (2d) 
972 [18 T.-M. Rep. 321]; see Yale Electric Corporation v. Yale 
§ Towne Mfg. Co., 56 App. D. C. 242, 12 F. (2d) 183 [16 T.-M. 
Rep. 232]. 

Even though it be denied by the defendant, the evidence shows 
that plaintiff does engage in repairing its locks and hardware, and 
that the defendant’s use of the name “Yale” would tend to unfairly 
divert business to defendant, and thus there is direct competition; 
but even if there was no direct competition, it seems clear to me that 
defendant’s use of the name “Yale” is calculated to deceive the 
public. Yale Electric Corporation v. Robertson and Yale § Towne 
Manufacturing Co. (C. C. A.) 26 F. (2d) 972; Buick Motor Co. v. 
Buick Used Car Exchange, 132 Misc. 158, 229 N. Y. S. 219; 
Buick Motor Co. v. Buick Used Motors, Inc., 132 Mise. 156, 229 
N. Y. S. 3 [18 T.-M. Rep. 366]; R. H. Macy & Co. v. Colorado 
Clothing Mfg. Co. (C. C. A.) 68 F. (2d) 690 [24 T.-M. Rep. 92]. 

The defendant does not by the use of the name “Yale Lock 


Service” simply hold itself out as a concern that repairs “Yale” 


locks, but so uses the word that any one observing it would believe 
that the servicing was done by plaintiff, and the following cases 
cited by defendant are not in point: Standard Oil Co. v. California 
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Peach & Fig Growers (D. C.) 28 F. (2d) 283 [19 T.-M. Rep. 1]; 
Bourjois §& Co. v. Katzel, 260 U. S. 689, 43 S. Ct. 244, 67 L. Ed. 
464, 26 A. L. R. 567 [13 T.-M. Rep. 69]; Gorham Mfg. Co. v. 
Emery-Bird-Thayer Dry Goods Co. (C. C.) 92 F. 774; Vitascope 
Co. v. United States Phonograph Co. (C. C.) 83 F. 30. 

Even though the defendant may be engaged in selling products 
made by plaintiff, it is not justified in holding itself out as repair- 
ing or servicing, under a name which would tend to deceive the pub- 
lic, into the belief that the servicing or repairing was done by 
plaintiff, which is the effect of using the name “Yale Lock Service,” 
and the following cases cited by defendant are not in point: 
Société Anonyme du Filtre Chamberland Systéme Pasteur v. Con- 
solidated Filters Co. (D. C.) 248 F. 358 [8 T.-M. Rep. 298]; 
Russia Cement Co. v. Frauenhar (C. C. A.) 133 F. 518. 

Of course, defendant may advertise that it repairs Yale locks, 
but must do so in a way not calculated to deceive the public into the 
belief that the business conducted by it is conducted by plaintiff. 

Plaintiff has been active in the protection of its rights to the 
name “Yale,” and although it may be argued that defendant’s use 
is a local one, and not of much injury, the fact remains that the 
advertisement of the name in the telephone books of the four largest 
boroughs of the City of New York is bound to attract business to 
the defendant by virtue of the good-will of the plaintiff built up 
under its name “Yale.” 

The motive of the defendant in adopting such name was un- 
questionably to derive an advantage from the plaintiff's name 
“Yale,” by attracting business to defendant, in the belief by the 
public that the business was connected with plaintiff. 

However, whatever may have been the motive when the name was 
adopted, the advertisement of the same shows a purpose to capi- 
talize the name to the detriment of the plaintiff and for the benefit 
of the defendant. Whatever the motive, that is the effect. 

The defendant has no agency or other contract with plaintiff, 
and has no right to hold itself out as “Distributors and Manufac- 
turers Agent for Yale,” although of course it has the right to 
advertise the goods it sells. 
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The court has jurisdiction, as the amount involved is far in 
excess of the statutory amount. Wisconsin Electric Co. v. Dumore 
Co. (C. C.) 35 F. (2d) 555, 556 [19 T.-M. Rep. 496]. 

The plaintiff is entitled to a decree against the defendant, with 
an injunction enjoining and restraining the defendant Charles L. 
Haber, his attorneys, agents, clerks, or servants, from using the 
name “Yale Lock Service,” or any other name containing the word 
“Yale,” as his trade-name or the name of his business, or from 
describing his business as “Yale Lock Service” in telephone direc- 
tories, or from using the term “Manufacturers Agent for Yale,” 
or from using the word “Yale” in any manner calculated to cause 
the defendant’s business to be confused or mistaken for the busi- 
ness of the plaintiff, with costs, and, if not waived by plaintiff, to 
an accounting and the usual order of reference and damages. 


A decree may be entered in accordance with this opinion. Settle 
decree on notice. 


Submit proposed findings of fact and conclusions of law in 
accordance with this opinion, for the assistance of the court, as 
provided by rule 701% and rule 11 of the Equity Rules (28 U. S. 


C. A. § 723) of this court. 


CoLtorapo NATIONAL Co. v. CoLorapo NATIONAL BANK OF DENVER 
(36 P. R. 454) 


Supreme Court of Colorado 


September 24, 1934 


Unrair ComMpetTirion—Scorpe—Ricut to Prorecrion—CorporaTe Names. 
The right to protection against the unlawful or unfair use of a 
corporate name extends to all corporations of whatever nature, includ- 
ing corporations not organized for pecuniary profit. 
Unrair ComPeTITION— Use or Simimar Corporate NAME In Non-CompetTiIna 
Bustness—“Cotorapo NATIONAL.” 


Plaintiff, the Colorado National Bank, long established and well- 
known throughout the Rocky Mountain region, brought suit to enjoin 
the use by defendant, Colorado National Company, of the words 
“Colorado National.” Held that, notwithstanding that the parties were 
not competitors, there was danger that the public would be confused 
by the concurrent use of the names “Colorado National” and that 
plaintiff would suffer loss of good-will thereby. 
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In equity. Action for unfair competition in the use of a 
corporate name. From a decree for plaintiff, defendant brings 
error. Affirmed. 


Morrissey, Mahoney & Scofield, of Denver, Col., for plaintiff 
in error. 
Bartels § Blood and Arthur H. Laws, all of Denver, Col., for 


defendant in error. 


Apams, C. J.: The Colorado National Bank of Denver, a 
United States corporation, brought suit in the District Court to 
enjoin the Colorado National Company, a Colorado corporation, 
from carrying on business under its present name or any further 
use of such name. The defendant moved to strike certain portions 
of the complaint, which motion was denied. The defendant then 
entered a general demurrer, which was overruled. The defendant 
elected to stand on its demurrer, and a decree was entered perma- 
nently enjoining the defendant from using the name “Colorado 
National Company” or any variation thereof in any way whatsoever. 

The parties will be referred to as they were aligned in the 
trial court. 

The complaint, after stating the corporate existence of plain- 
tiff and defendant, alleges that, prior to the incorporation of the 
defendant, John E. Bergren, Mary J. Bergren, and Charles F. 
Brannan filed with the secretary of State of Colorado an instru- 
ment reserving the name “Colorado National Company’ for a 
corporation to be thereafter organized by them; that plaintiff noti- 
fied John E. Bergren, and the secretary of State of Colorado, and 
also the Attorney General of Colorado, protesting the adoption 


and use of the name “Colorado National Company” as being so 
nearly identical with the name of the plaintiff as to mislead the 
public. None the less, articles of incorporation were filed with the 
secretary of state and a certificate of authority and license issued 
to the defendant. Paragraph 7, concerning which most of the 
controversy arises, reads as follows: 


That the plaintiff has for many years prior to the matters in this com- 
plaint alleged, continuously and uninterruptedly conducted and carried on 
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its business at Denver in the State of Colorado and by reason thereof its 
name, and particularly the words “Colorado National” therein, has 
developed and acquired a “good will” asset of great value to the plaintiff 
throughout Denver, Colorado, and the Rocky Mountain Region of the 
United States; that it is and for some years has been the custom and 
practice of banks in Denver and throughout the United States to in- 
corporate and conduct affiliated or associate corporations under the same 
name as that of the bank except that the word “Bank” is eliminated there- 
from and the word “Company” employed in its place; that said custom 
and practice is well and widely known to and among the public dealing or 
liable to deal with the plaintiff; that the name “Colorado National Com- 
pany” is so nearly identical with and similar to the name of the plaintiff, 
and is so suggestive of the practice and custom aforesaid, that the defend- 
ant’s use and employment thereof is and constitutes an infringement upon 
the “good-will” of the plaintiff and the “good-will” attached to its name, 
and the public is liable to be and will be misled and deceived thereby. 


The Colorado National Company claims that the trial court erred 
in denying the motion to strike the matter in paragraph 7 pertain- 
ing to the custom, because it is illegal for United States banks to 
incorporate or conduct affiliated companies, and thus such custom 
would be illegal and contrary to public policy. As to the over- 
ruling of the defendant’s demurrer, it claims error on the grounds 
that there was no allegation of damage or probable damage to the 
plaintiff; no allegation that the defendant’s business was competi- 
tive with that of the plaintiff; nor any allegation of fraud in taking 
the name “Colorado National Company” or intent by defendant to 
appropriate plaintiff's business. 

The plaintiff admits the illegality of the custom, but claims 
that it is admitted by the demurrer as existing and known to the 
public dealing with the plaintiff, and therefore has its proper place 
in the complaint. The plaintiff's contention is the more tenable, 
for this is not a case of two competing concerns trying to sell goods 
to the public, and the later concern’s choice of name being such as 
to cause confusion in the mind of the public as to which company 
made the goods. Rather the plaintiff is claiming that, by defend- 
ant’s choice of name, in conjunction with the custom admitted, the 
defendant appears to be a corporation affiliated with the plaintiff 
to do business of a sort that the plaintiff bank could not do. From 
this view of the case the allegation of the custom is essential to the 
complaint. Whether the custom be a legal or an illegal one, if the 
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result be unfair competition, defendant should not be permitted to 
make use of the name Colorado National Company. 

The only allegation of damage is in paragraph 7, “that the de- 
fendant’s use and employment thereof (the name Colorado National 
Company) is and constitutes an infringement upon the ‘good-will’ 
of the plaintiff and the ‘good-will’ attached to its name, and the 
public is liable to be and will be misled and deceived thereby.” 
Pleading must be of facts and not conclusions of law. Downing v. 
Agricultural Ditch Co., 20 Colo. 546, 39 P. 336; Crisman v. 
Heiderer, 5 Colo. 589. However, in this case plaintiff is trying to 
prevent future injury before any damage has occurred. So it is 
not possible to allege specific items of damage with the same par- 
ticularity as if there had already been injury to the plaintiff. “‘It 
is not sufficient merely to allege injury without stating the facts, 
showing how injury will result, but an exception has been held to 
exist where at the time of filing the bill complainant would be 
unable to show any damages, or at least any material damages.”’ 
32 C. J. 328. Certainly, it is to the advantage of the defendant 
that, if any injunction be issued at all, it be issued before the 
defendant has itself become established under the name. It would 
be much easier to change the name before extensive business is 
undertaken than afterwards. Therefore it appears that under the 
circumstances this pleading of damages was sufficient. 

The defendant’s claim that injunction should be denied because 
the businesses of the two concerns are not competitive is more seri- 
ous and has never been directly passed upon in this state. In the 
past, courts in other jurisdictions have frequently refused to enjoin 
use of similar corporate names because there was no market competi- 
tion. Corning Glass Works v. Corning Cut Glass Co., 197 N. Y. 173, 
90 N. E. 449; Borden Ice Cream Co. v. Borden’s Condensed Milk 
Co., 201 F. 510, 121 C. C. A. 200, reversing (D. C.) 194 F. 554. The 
tendency of the courts has been to widen the scope of protection 
in unfair competition, and hold that it is not confined to actual 
market competition. 63 C. J. 390. This more recent turn of the 
decisions is exemplified by the case of Standard Oil Co. of New 
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Mexico, Inc. v. Standard Oil Co. of California (C. C. A.) 56 F. 
(2d) 973, 978, where it is said: 


There was a time in the history of the law of unfair competition when 
it was a debatable question whether a merchant’s good-will indicated by 
his trade-name or trade-mark extended beyond such goods as he sold 
[Yale Elec. Corp. v. Robertson (C. C. A. 2) 26 F. (2d) 972, 973], but it 
is now well settled that the law of unfair competition is not confined to 
cases of actual market competition. If one fraudulently sells his goods or 
his services or his securities as those of another, injury may result to the 
latter although he is not engaged in the manufacture or sale of like goods. 
Where one passes off his goods, his services, or his business as the goods, 
services, or business of another, equity will intervene to protect the good- 
will and business reputation of the latter from any injury liable to be 
caused thereby. See cases, note 1. 

Indeed, the right to protection against the unlawful or unfair use of a 
corporate name extends to all corporations of whatever nature, including 
corporations not organized for pecuniary profit. 

Driverless Car Co. v. Glessner-Thornberry Driverless Car Co., 
83 Colo. 262, 264 P. 653, 654 [18 T.-M. Rep. 208], deals with the 
subject of corporate names. There the court refused to enjoin the 
use by the defendant of the descriptive word “driverless’” in its 
corporate name. In that case it appeared that no practical con- 
fusion resulted, and that in advertising, letterheads, and on signs 
at the respective places of business the names were so printed that 
confusion was not the natural result. The court says: “The test 
to be applied in such cases, and the controlling one, is whether or 
not the later selection of such a name is likely to deceive the ordi- 
nary customer, or lead him to believe that in dealing with the later, 
he is actually transacting business with the former trader.” 

In the case at bar the effect of the defendant’s choice of name 
is such “that the public is liable to be and will be misled and de- 
ceived thereby,’ as was admitted by the demurrer. It is not possi- 
ble to draw an exact parallel between the case of a bank and 
ordinary mercantile concerns. In fact, it has been said that a 
greater degree of similarity will be allowed between the names of 
banks because of the discriminating character of the “consumers.”’ 
New York Trust Co. v. N. Y. County Trust Co., 125 Mise. 735, 
211 N. Y. S. 785 [15 T.-M. Rep. 537]. However, the case at bar 
is not one where two banks have similar names, but one where the 


defendant, not a bank, is using a name of such character that it will 
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lead customers of the plaintiff to believe that they are dealing with 
a corporation affiliated with the plaintiff. Certainly, in such a situa- 
tion the danger of injury is quite as great, if not greater, through 
damaging of reputation and “good-will” of the plaintiff, than it 
would be if defendant were another bank. Equity should protect 
against unfair practices, and the fact that the case at bar presents 
a slightly different aspect of an old problem is no reason for deny- 
ing relief. 

As to fraud, the Driverless Car Case, supra, states: “Fraudu- 
lent intent need not be shown in either kind of case where the 
necessary or probable effect or tendency of a defendant’s conduct is 
to deceive the public and pass off his goods or business as and for 
that of the plaintiff, especially where the preventive relief sought 
is against continuance of such conduct.” 

Judgment affirmed. 


CAMPBELL and Hiu..iarp, JJ., concur. 


E. Hatt Downes anp ANOTHER V. ELty CULBERTSON AND ANOTHER 
(153 M. S. L. 14) 


New York Supreme Court, New York County 
September 13, 1934 


Trave-Marks—“SEtr-TEACHER” ON Bringe Manvat—RecistraTION UNnDER 
Act or 1920—Errect. 

The registration of the trade-mark “Self-Teacher” as a trade-mark 
for a book under the Act of 1920, held not even prima facie evidence 
of ownership. Any trade-mark rights therein must depend on whether 
the term has acquired a secondary meaning. 

Unram Competirion—Systems ror TEacHING Contract Brince—PvBtict 
J uRIs. 

A system or method of teaching bridge is not the subject of property 
rights and may be freely used and copied. 

Unram Competirion—Ricut to Funcrionat Features or Goons. 

Plaintiffs held not to have exclusive rights in the size of their book 
or in the number of pages or colors, typography or descriptive title, 
in the absence of evidence of secondary meaning. 

Trapve-Marxs—Boox Tirte—Nor a Trape-Mark. 
The name “Downes’ Self-Teacher,” used as the title of a book, 
held descriptive and, therefore, not a technical trade-mark. 
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Trapve-Marxs—Unram Competirion—“Contract Brince Seitr-TeacHEer”— 
“CuLBERTSON System”—‘“CuLBertTson Conrracrt SELF-TEACHER.” 

Plaintiff, Downes, in April, 1932, published a book, entitled “Con- 
tract Bridge Self-Teacher, Culbertson System. As Taught by E. Hall 
Downes.” In May, 1933, defendant published a similar book entitled 
“Culbertson’s Own Contract Bridge Self-Teacher,” with the statement 
that the defendants “Self-Teacher” was the “only authorized.” Held 
that the use of the words “only authorized” thereon should be en- 
joined, as they implied that no book on the system might be published 
without defendants’ authorization. 

Unrair Competirion—Svuits—Derenpants Fravup—PenattyY—WuHeEN Ap- 
PLIED. 

An unfair competitor, because of his fraud, may be enjoined from 
exercising rights to which he normally would be entitled. Such 
restraint, however, is applied only when necessary for adequate protec- 
tion for the injured party. 

Unram Competirion—Svits—Damaces. 

In an action for unfair competition, the damages must be confined 
to losses actually suffered by the injured party because of the wrongful 
acts of his competitor. Where, however, as in the case at issue, no 
persuasive evidence was offered in connecting the decline in sales of 
plaintiff's book with the acts of defendant, no damages were awarded. 

Unrair Competition—Svuirs—DerenseEs—MIsREPRESENTATION. 

Intentional misrepresentation as to the origin, nature, or ingredients 
of a product, which are material and result in deception of the public, 
are grounds for denying relief where they are directly connected with 
the subject-matter of the suit. 


In equity. Action for alleged unfair competition. Judgment 
for plaintiff. 


Burlingame, Nourse & Pettit (Arthur Pettit and Russell G. 
Rogers, of counsel), all of New York City, for plaintiffs. 
Ralph J. Leibenderfer (Alfonse F. Spiefel, of counsel), both of 

New York City, for defendants. 


Harry D. Nis, Referee. The individual parties to this action 
are teachers and writers on the game of bridge. “Bridge Publica- 
tions, Inc.,” and “The Bridge World, Inc.,” are publishers. 

About 1919 Culbertson began to study contract bridge. His 
emphasis was on methods of play known then or later as “approach 
forcing,’ which, due largely to Culbertson’s own efforts and en- 
couragement, have become known also as the Culbertson system. 
In 1927 or 1928 he published “The Teachers Lesson Sheets on the 
Culbertson System of Contract Bridge.’ In September, 1930, he 
published his first book on the subject, “Contract Bridge Blue 
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Book.” He has published articles on the game in “The Bridge 
World,” a periodical of which he is editor-in-chief, published by 
the corporate defendant. 

In March, 1932, defendants contracted for printing of playing 
cards which they advertised, beginning in April, 1932, as “Cul- 
bertson’s Own Self-Teaching Playing Cards.” 
printed on the package and on the ace cards. 

On April 2, 1932, there was published a book written by 
Downes, entitled: “Contract Bridge Self-Teacher. Culbertson 
System. As taught by E. Hall Downes.” It was published by 
one Bloom, doing business as the “Contract Bridge Self-Teacher 
Publishing Co.” It contained forty-eight pages, eight and one- 
half by eleven inches, bound in a cover colored yellow and red; 
this general get-up possibly being then new in publications on con- 
tract bridge. Its purpose was to instruct beginners and non-experts. 
Downes claims to have originated the method of teaching set out 
in the book, which was to print problems or drills on the right- 
hand page, and on the left the principles involved. The correct 
answers to the problems appeared in the back of the book. The 
book was copyrighted in the name of Downes. 
was published on May 23, 1932. 


These words were 


A second edition 


On May 9, 1932, Downes received a telegram signed “Legal 
Department, The Bridge World, Inc.,”’ demanding immediate dis- 
continuance of the manufacture and distribution of this book on 
the ground that the use of Culbertson’s name and of copyrighted 
material was unauthorized, and threatening legal proceedings. This 
telegram was followed by a letter of similar nature from 
attorney representing the defendants. 

Plaintiffs thereupon changed the title of Downes’ book so that 
it read: “Contract Bridge Self-Teacher. Approach-Forcing Com- 
monly Called Culbertson System. As Interpreted and Taught by 
E. Hall Downes.” Also the appearance of the book was changed 
by printing sample hands and other matter on the cover. These 


changes were incorporated in the third edition published on October 
1, 1932, by “Bridge Publications, Inc.,” 


an 


to which Downes had 
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assigned the right to publish his literary output for two years. 
The fourth and fifth editions of the book, similar in appearance to 
the third, were published in November, 1932, and March, 1933. 

In May, 1933, Bridge Publications, Inc., applied for registra- 
tion in the United States Patent Office of “Self-Teacher” as a 
trade-mark for a publication. Registration was granted under the 
act of March 19, 1920. 

On April 1, 1933, ““The Bridge World” published an announce- 
ment of ‘“‘Culbertson’s (Own) Contract Self-Teacher, by Ely 
Culbertson himself, issued to meet the demand of the Bridge-play- 
ing public for an accurate and authorized self-teaching book on 
the Culbertson System.” This was followed up by an advertise- 
ment by “The Bridge World” in the Retail Bookseller headed 
“Warning to the Trade: Beware of unauthorized and inaccurate 
books which offer ‘Culbertson’ under various disguises. Satisfy 
your customers by stocking only genuine Culbertson Bridge books 
—by Ely Culbertson himself, or published by The Bridge World, 
Inc. Below is the only authorized Culbertson ‘Self-Teacher.’ ”’ 
Copies were mailed to about five hundred retail booksellers. 

The book itself, published on May 29, is identical in size with 
the Downes Self-Teacher. It contains the same number of pages 
as the fifth edition of the Downes book, which edition had appeared 
two months before. Like the Downes book, the color scheme is 
yellow and red, though of somewhat different shades. In plan 
and typography plaintiffs’ and defendants’ books are closely similar 
though not identical. It follows the general plan of Downes’ book, 
giving on the right-hand page problems or drills, and on the left- 
hand page the principles. The correct answers to the problems 
are placed in the back of the book. It uses boxes and other means 
of emphasis, also used by Downes. It is like the Downes’ book 
also in that it carries sample hands on the front cover and a two- 
column arrangement on the back cover. The words ‘“Culbertson’s 
Own” are used on the cover. The name “Culbertson’s” is in large 
type and the word “Own” is printed in red. At the bottom of the 
cover appears the phrase “By Ely Culbertson, himself.” On the 
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cover appears “The only authorized Culbertson’s Self-Teacher’’ 
and ‘1933 Culbertson System.” Inside the cover is printed: 
“Warning: This authorized ‘Culbertson’s Own Contract Bridge 
Self-Teacher’ is the only self-teaching manual on the Culbertson 
(approach forcing) system written by Ely Culbertson, the origina- 
tor and owner of the system, himself, and is fully protected by 
copyright. Reproduction in whole or in part is strictly prohibited.” 

Publication of this book was followed up by a statement in “The 
Bridge World” for June, 1933, reading in part as follows: 


“Culbertson’s Own Contract Bridge Self-Teacher,” just published, gives 
authentic and reliable self-teaching lessons and drills on the Culbertson 
System of 1933. Beautifully printed, this large book is just the thing for 
any member of the family who has not been able to master Contract 
Bridge up to now. But to be sure you get the book by Ely Culbertson 
himself, and not some other book purporting to be on the Culbertson Sys- 
tem, but written by someone else... . 

Legal action is contemplated by Mr. Culbertson, against E. Hall Downes 
for his “Self-Teacher” on the Culbertson System. In a recent statement, 
Mr. Culbertson explained his attitude as follows: 

“Although it is my proud boast that to the Bridge players of the 
world ‘Culbertson’ has become a common name for ‘Contract Bridge,’ the 
name of ‘Culbertson’ is nevertheless still my own. I worked tirelessly for 
more than twelve years to perfect the Culbertson System, sometimes called 
the Approach-Forcing System, and I ‘sold’ it to Bridge players everywhere 
because it is the winning system and because it keeps pace with the newest 
developments in the game. Therefore, when anyone comes along who tries 
to ‘cash in’ on the popular appeal of my name, or by actually selling my 
system, I am only being a good business man if I punish the trespasser. 
I do this in two ways: first, by bringing legal action to enjoin the use of 
my name for profit and, second, by entering into competition with the 
trespasser in his particular field and selling my own work, which is ever 
so much better, since if anyone knows the Culbertson System it must be 
Ely Culbertson himself. The Bridge player not only gets more for his 
money, but he is sure of getting the genuine article. Though purists of 
English style have sniffed at my emphasis on Culbertson’s Own Summary, 
by Ely Culbertson Himself, they need but a moment’s reflection to see the 
urgent necessity for it. Two suits have been instituted in the past, and 
another is now contemplated, for gross violation of my property rights in 
my own name and in the system of Contract Bridge which I invented. 
I am sure that any fair-minded person will agree that after a man has 
devoted years to building up something people want, he is entitled to the 
fruits of his labor.” 


On June 12, 1933, Downes filed the complaint in this action 
asking an injunction restraining defendants from using the term 


“Self-Teacher” in the title of a book or publication; from using 
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the method of teaching bridge ‘‘invented and orignated by the plain- 
tiff E. Hall Downes” in any publications and from simulating the 
literary plan, style and arrangement of Downes’ contract bridge 
self-teacher; from claiming ownership of either the approach-forc- 
ing or the Culbertson system of bidding in contract bridge; from 
claiming that Culbertson’s Self-Teacher is the only authorized self- 
teacher of the Culbertson system, or that Culbertson is the only 
person authorized to write any book explaining or interpreting such 
system and from stating that the publication of such a self-teaching 
book by the plaintiffs is unauthorized, improper, unlawful or in 
violation of any rights of the defendants. Damages are claimed. 
The answer includes no counterclaim. A separate defense alleges 
unfair competition by plaintiffs on the ground that the title of the 
Downes Self-Teacher and its contents represent that their books 
are the composition of Culbertson, or authorized and approved by 
him. A second separate defense alleges the use of Culbertson’s 
name for advertising purposes in the State of New York without 
his written consent. 

1. The Downes Self-Teacher is a book, not a periodical, and its 
title, therefore, is descriptive and cannot be a technical trade-mark. 
(Atlas Mfg. Co. v. Street & Smith, 204 F. 398, 404 [4 T.-M. Rep. 
1]; Selig Polyscope Co. v. Unicorn Film Service Corp., 163 N. Y. 
Supp. 62 [7 T.-M. Rep. 139].) The registration of the words “‘Self- 
Teacher” under the act of 1920 is not even prima facie evidence of 
ownership; it is important here only in that it estops plaintiffs from 
denying that the term “Self-Teacher” is descriptive. (Matter of 
Pitney-Bowes Postage Meter Co., 146 Manuscript Decisions 
[ Patent Office], 173 [14 T.-M. Rep. 346]; affd., 6 F. [2d] 717; 
Matter of Reo Motor Car Co., 1925 C. D. 187; affd., 16 F. [2d] 
349 [17 T.-M. Rep. 11].) Any trade-mark rights that plaintiffs, 
therefore, nay have in this term must be based upon the fact that 
this term has acquired a secondary meaning indicating a product 
of Bridge Publications, Inc. 

The record is devoid of evidence of secondary meaning, that is, 
of evidence showing that over some period of time plaintiffs were 
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exclusive users of the words “Self-Teacher’ on a bridge publication, 
and that as a result of such exclusive use these words have become 
and now are associated in the minds of the bridge-playing public 
with a single author or publisher. Such evidence is necessary to 
prove that their use on a book by an author other than Downes 
“without more would have all the effect of a falsehood.” (Her- 
ring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 554, 559; 
Chickering v. Chickering §& Sons, 215 F. 490, 494 [4 T.-M. Rep. 
279]; Barton v. Rex Oil Co., 2 F. [2d] 402, 405, 406 [18 T.-M. 
Rep. 267]; Standard Paint Co. v. Rubberoid Roofing Co., 224 F. 
695 [5 T.-M. Rep. 207]; Bayer Co. v. United Drug Co., 272 id. 
505, 509) [11 T.-M. Rep. 178]. The existence of secondary mean- 
ing also is contradicted by the sale of “Culbertson’s Own Self- 
Teaching Playing Cards” about the time when the Downes Self- 
Teacher was newly published. 

Without proof of secondary meaning of “Self-Teacher,’ the 
testimony that the clerks at two bookshops, in response to a request 
for a “Contract Bridge Self-Teacher,” offered the Culbertson 
Self-Teacher, becomes meaningless. In so far as this action in- 
volves trade-mark rights and their infringement, it fails. 

2. Downes claims that he invented a method of teaching bridge, 
or an arrangement of material, and that his book embodies this 
method or arrangement, and asks that defendants be enjoined from 
using this method or arrangement. There is inconsistency between 
this claim and plaintiffs’ denial that defendants have any rights in 
a system of playing contract bridge. Neither the Culbertson system 
nor Downes’ method of teaching nor his arrangement of material is 
a subject of property rights. Each may be freely used and copied. 
(Baker v. Selden, 101 U. S. 99; Griggs v. Perrin, 49 F. 15; 
Guthrie v. Curlett, 36 F. [2d] 694.) Plaintiffs have no exclusive 
rights in the size of their book, or in the number of pages, in colors, 
typography or descriptive title, in the absence of evidence that these 
features have become so associated with the plaintiffs in the public 


mind and that they are now used to distinguish plaintiffs’ book 


from all others. Such evidence is lacking. 
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Defendants were familiar with the Downes book and may have 
used it as a model. That in itself is not ground for relief unless 
the Culbertson book was so designed and printed that purchasers 
of bridge publications, who previously had seen the Downes “Self- 
Teacher,” now seeing the Culbertson “‘Self-Teacher,’ would rea- 
sonably believe it to be the same book or a new edition of that same 
book or possibly a new book written by the same author or put out 
by the same publisher. (Munro v. Tousey, 129 N. Y. 38, 42; 
Atlas Mfg. Co. v. Street §& Smith, supra; Lare v. Harper & Bros., 
86 id. 481; Estes v. Worthington, 31 id. 154; Enoch Morgan’s 
Sons v. Troxell, 89 N. Y. 292.) Unfair competition in the sense 
of passing off by simulation of the get-up of plaintiffs’ book has 
not been proved. 

3. Plaintiffs argue, however, that defendants simulated plain- 
tiffs’ book as a part of a scheme, by use of threats and misstate- 
ments, to make the public believe that plaintiffs were violating 
defendants’ rights. 

Threats of prosecution against a competitor, his customers or 
the trade, made not in good faith but to intimidate and coerce, and 
false statements, fraudulent advertising and deceptive claims to 
exclusive rights constitute unfair competition and will be enjoined. 
(Price-Hollister v. Warford Corp., 18 F. [2d] 129, 131 [17 T.-M. 
Rep. 430]; Maytag Co. v. Meadows Mfg. Co., 35 id. 403, 408; 
Moguel S. S. Co. v. McGregor, [1889] L. R. 23 Q. B. 598, 625; 
Allen Mfg. Co. v. Smith, 224 App. Div. 187, 190; Old Investors § 
Traders Corp. v. Jenkins, 133 Misc. 213; affd., 225 App. Div. 860; 
McAllister v. Stumpp & Walter Co., 25 Misc. 438; Fish Bros. 
Wagon Co. v. La Belle Wagon Works, 82 Wis. 546; 52 N. W. 595; 
Fish Bros. Wagon Co. v. Fish Bros. Mfg. Co., 87 F. 203; affd., 95 
id. 457; Merriam Co. v. Ogilvie, 159 id. 638.) 

Defendants admit that they have no exclusive or proprietary 
rights in the approach-forcing system and that, in so far as their 
advertising or the published statements made claim to such owner- 
ship, they went too far. This system is an idea, property in which 


can be secured neither by copyright, which protects only means of 
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its expression, nor by patent, which would protect only the means 
of reducing it to practice. (Holmes v. Hurst, 174 U. S. 82, 86; 
Dymow v. Bolton, 11 F. [2d] 690.) The public has the right to 
use the system and equally to use the name “Culbertson System,” 
by which it is sometimes known. (Goodyear Co. v. Goodyear Rub- 
ber Co., 128 U. S. 598; Singer Mfg. Co. v. June Mfg. Co., 163 id. 
169; Merriam v. Ogilvie, supra, 640; Tinker v. Patterson Dental 
Supply Co., 287 F. 1014; Liebig’s Extract of Meat Co. v. Walker, 
115 id. 822; Brooten v. Oregon Kelp Ore Products Co., 24 F. [2d] 
496) [18 T.-M. Rep. 339]. 

Whether defendants’ use of the word “authorized” or “only 
authorized” is unfair depends on how the average member of the 
purchasing public and trade would be likely to understand the 
words as used by defendants. The word “authorized” as defined 
in the Oxford Dictionary means “possessed of authority, acknow]l- 
edged as authoritative; thoroughly established; highly esteemed 
. . . + legally or duly sanctioned or appointed.” If the words 
“authorized” or “only authorized” were used so as to inform the 
public that defendants’ self-teacher is the only bridge self-teacher 
authorized by Culbertson, then their use would be accurate and 
fair. As used by defendants, however, they imply that no book 
on the system and no self-teacher of it may be published without 
authorization by Culbertson and that, therefore, publications lack- 
ing such authorization are unlawful or defective. Such use is unfair 
and should be enjoined. 

Any doubt as to the meaning which defendants intended to 
convey by their use of terms such as “only authorized” is lessened 
by the threats and warnings which accompanied these acts and 
which clearly imply a claim to ownership or, at least, to control 
over the system and its use. Defendants first threatened plaintiffs 
immediately after publication of the first edition of the Downes 
book. Those threats were not published. The first published threat 
appeared a year later. If defendants believed they had a right and 
intended to protect that right in the courts, they could have brought 
suit promptly. No reason is offered for failure to do so. Warnings 
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to the trade and threats of legal action in good faith are not unfair. 
Warnings and threats made without intent to bring action, but to 
frighten a competitor and his customers, constitute unfair competi- 
tion. Legal rights should be tested in the courts and not in the 
press. In the face of the notice from the defendants, plaintiffs 
continued to publish their self-teacher and not until a year later, 
after the fifth edition of plaintiffs’ self-teacher had been put on 
the market, did defendants renew their threats, this time publicly 
and in such a way as well might injure the plaintiffs. Defendants 
did not file a counterclaim. 

4. The first affirmative defense is that plaintiffs themselves are 
guilty of unfair competition by representing that their book is com- 
posed, authorized or approved by Culbertson. There is no evidence 
to this effect. The second defense is based on sections 50 and 51 of 
the New York Civil Rights Law. There are no facts here to which 
the statute could apply. (White v. White, 160 App. Div. 709.) 

Defendants urge that plaintiffs are in equity with unclean hands, 
and, therefore, must be denied relief; that plaintiffs are selling as 
an exposition of the Culbertson system a book which actually does 
not set forth that system, or which is a misrepresentation of it, 
and that, therefore, they are injuring Culbertson and deceiving the 
public and have no standing in equity. 

This defense need not be pleaded, but proof must be offered to 
sustain it and, where it is not pleaded, the evidence should be the 
more convincing, and the fraud upon which it is based clear and 
strictly proven. (Fleischmann v. Fleschmann, 7 App. Div. 280.) 

The law with regard to this defense is well established. Inten- 
tional misrepresentations as to origin, nature or ingredients of a 
product, which are material and result in deception to the public, 
are grounds for denying relief where they are directly connected 
with the subject-matter of a suit. (Hobbs v. Francais, 19 How. 
Pr. 567; Fetridge v. Wells, 4 Abb. Pr. 144, 148; Manhattan Medi- 
cine Co. v. Wood, 108 U. S. 218; Shaver v. Heller & Merz, 108 
F. 821, 834; Le Blume Import Co. v. Coty, 293 id. 344; 360 [13 
T.-M. Rep. 238]; Prince Mfg. Co. v. Prince’s Metallic Paint Co., 
135 N. Y. 24.) 
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In order to apply this doctrine here, it is necessary to determine 
what representation is made with regard to the contents of a book 
when the words “Culbertson System” are used in the title. 

During the trial, both parties and their witnesses frequently 
used the term “‘Culbertson System” to refer to the approach-forcing 
system, as described in Culbertson’s Contract Bridge Blue Books. 
In the preface of the 1933 edition, Culbertson says: “However 
much the yearly edition of the Blue Book may be enlarged, modified 
and improved as a book, the Culbertson System remains, with the 
exception of natural refinements and additions, unchanged in its 
principles and essential methods. . . . The principles that were 
true in 1923 must necessarily be true in 1933, and will be true in 
1943.” Culbertson testified as to what these basic principles are. 
In so far as the record defines the term “Culbertson System,’ it 
only gives its meaning as used by experts. The meaning of the 
term to the general bridge-playing public is not indicated. A deci- 
sion as to whether or not the term is sufficiently defined in the 
record for the purposes of this defense, and also whether this de- 
fense is applicable to a case involving the text matter of a book, 
becomes unnecessary because the evidence fails to show that the 
Culbertson system, as interpreted and taught in plaintiffs’ book, 
is at variance with the principles of the Culbertson system, as set 
forth in Culbertson’s Blue Books. 

Defendants’ witness, Watson, on cross-examination, agreed with 
the statement that “plaintiffs’ publication is nothing more or less 
than a cleverly rearranged résumé or interpretation of Mr. Cul- 
bertson’s Approach Forcing System.’ Huske, editor of “The 
Bridge World,” on cross-examination, said that the statement that 
“plaintiffs’ book contains, in a short, handy, and easily-readable 
arrangement, or tabulation, the entire Culbertson System,” was 
generally true. 

Plaintiffs’ witness, Liggett, testified that he considered plain- 
tiffs’ book “essentially an exposition of the basic principles of the 
Culbertson System.” Plaintiffs’ rebuttal witness, Smith, testified 
that, in his opinion, “all of the basic principles of the Culbertson 
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System are embodied in Mr. Downes’ Self-Teacher.” Culbertson, 
himself, asked on recross-examination whether the variations in 
plaintiffs’ book “‘keep this Culbertson Bridge Self-Teacher from 
being an exposition of the Culbertson System” answered: “No, 
they do not keep it from being an exposition of it.” 

The defense of unclean hands is not sustained and plaintiffs are 
entitled to an injunction restraining the defendants from represent- 
ing that they have exclusive rights in the Culbertson system and 
that plaintiffs are violating defendants’ rights and from threaten- 
ing or intimidating plaintiffs’ customers. The protection given 
by the temporary injunction which was consented to contains sub- 
stantially the relief to which plaintiffs are entitled and should be 
made permanent, worded, however, so as to be more general in 
application and also so as to make it clear that defendants are 
entitled to use the word “authorized” but only in such a way as 
to indicate that their publications are authorized by Ely Culbertson. 

Plaintiffs argue that defendants’ unfair acts, namely, their 
threats and unfair claims, are ground also for forbidding defendants 
to use the name “Self-Teacher” and for ordering them to change 
the appearance of their Self-Teacher. An unfair competitor be- 
cause of his fraud may be enjoined from exercising rights to which 
he normally would be entitled. Such restraint, however, is applied 
only when it is necessary for adequate protection for the injured 
party, because of the close relationship between the unfair acts 
and those which normally would be held lawful. The facts here 
do not warrant such a decree. The plaintiffs will be adequately 
protected by an injunction against the acts of the defendants which 
have been held to constitute unfair competition. 

Defendants argue that even if a decree is granted as against 
“The Bridge World, Inc.,” the action should be dismissed as to 
defendant Culbertson. Culbertson is director and president of 
“The Bridge World, Inc.,” and through ownership of substantially 
all or a majority of its corporate stock owns and controls the cor- 
poration. The decree, therefore, should be against him as well as 
against the corporate defendant. (Sazlehner v. Eisner, 147 F. 
189, 191.) 
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The record does not warrant an award of damages. In an 
action for unfair competition damages must be confined to losses 
actually suffered by the injured party by virtue of the wrongful 
acts of the unfair competitor. (Allen Mfg. Co., Inc. v. Smith, 224 
App. Div. 187, 198; Underhill v. Schenck, 238 N. Y. 7, 16 [12 
T.-M. Rep. 209]; Straus v. Notaseme Co., 240 U. S. 179 [4 T.-M. 
Rep. 425]; Ludington Novelty Co. v. Leonard, 127 F. 155, 157; 
American Specialty Co. v. Collis Co., 235 id. 929 [6 T.-M. Rep. 
561].) The decline in the sales of plaintiffs’ book after defendants 
began their unfair acts may have been due in whole or in part to 
defendants’ unfair competition; it may have been due, in part, to 
seasonal fluctuation; it may have been the normal effect of the 
appearance of Culbertson’s own book, quite apart from any unfair 
acts. No evidence was offered connecting the decline in sales with 
the acts of the defendants. No member of the trade or public 
was called to testify that he would have purchased plaintiffs’ book 
had he not been frightened or intimidated by defendants’ warnings. 
Any decree of damages would be based upon presumptions which 
are not warranted. Costs should be awarded to plaintiffs. 

A report will be filed in accordance with the views expressed 
herein. Council may submit findings. 

It is ordered and adjudged that the defendant Ely Culbertson, his 
agents, servants and employees, and the defendant The Bridge World, 


Inc., its officers, agents, servants and employees, be and they hereby are 
forever enjoined and restrained: 

1. From publishing or circulating any statements or advertisements or 
from publishing, offering for sale, selling or otherwise distributing any 
book, periodical or other publication containing any statement or adver- 
tisement representing directly or indirectly that the plaintiffs are not 
entitled to publish plaintiffs’ book entitled “Contract Bridge Self-Teacher ;” 

2. From publishing or circulating any statements or advertisements or 
from publishing, offering for sale, selling or otherwise distributing any 
book, periodical or other publication containing any statement or adver- 
tisement representing directly or indirectly that the book published by the 
defendants entitled “Culbertson’s Own Contract Bridge Self-Teacher” is 
the only authorized “Self-Teacher” on the “Culbertson Approach Forcing” 
system of bidding in contract bridge, provided, however, that the defend- 
ants are entitled to use the word “authorized” to indicate that their pub- 
lications are authorized by Ely Culbertson; 

3. From exploiting, advertising or representing, in any manner, directly 
or indirectly, that the defendant Ely Culbertson is the proprietor or owner 
of either the Approach Forcing or the Culbertson Approach Forcing or 
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the Culbertson system or systems of bidding in contract bridge, and from 
publishing, printing, selling or otherwise distributing any book, periodical 
or other publication containing any such statement, advertisement or 
representation ; 

4. From exploiting, advertising or representing, in any manner, directly 
or indirectly, that any book, periodical or other publication composed, 
written, vended, offered for sale or otherwise distributed, is the only 
authorized Self-Teacher of the Culbertson system, or that the defendant 
Ely Culbertson is the only person authorized to compose, write, vend, 
offer for sale or otherwise distribute a Self-Teacher of the Culbertson 
system or that the defendant Ely Culbertson is the only person authorized 
to compose, write, vend, offer for sale or otherwise distribute any other 
book explaining or interpreting said system, and from publishing, print- 
ing, selling or otherwise distributing any book, periodical or other publica- 
tion containing any such statement, advertisement or representation; 

5. From exploiting, advertising or representing, in any manner, directly 
or indirectly, that the publication and sale by the plaintiffs, or either of 
them, of a self-teacher book or any other book explaining, teaching or 
interpreting the Culbertson system of bidding used in contract bridge is 
unauthorized, improper, unlawful, in violation of law or an infringement 
of the rights of the defendants or either of them, and from publishing, 
printing, selling or otherwise distributing any book, periodical or other 
publication containing any such statement, advertisement or representation. 

It is further ordered and adjudged that the plaintiffs, E. Hall Downes 
and Bridge Publications, Inc., recover of the defendants, Ely Culbertson 
and The Bridge World, Inc., the sum of $1,304 costs and disbursements as 
taxed, and that execution herein be stayed until the expiration of thirty 
days from entry of this judgment and service of a copy thereof, with writ- 
ten notice of its entry on the attorney of record for the defendants, after 
which, if this judgment or any part thereof remain unpaid, the plaintiffs 
shall have execution for the collection thereof. 


Dove.ass, ET AL. Vv. NewarK CHEEsE Co., INc., ET AL. 
(274 N. Y. S. 406) 


New York Supreme Court, Special Term, New York County 
October 8, 1934 


Trape-Marxs—Unram Competirion—“RoquerortT” oN CHEESE—SECONDARY 
MEANING. 

Held that the name “Roquefort,” used on cheese produced in Roque- 
fort, France, under a special process, had come to have a secondary 
meaning as indicating to customers in the United States a cheese having 
certain characteristics of flavor and appearance. 

Unram Competirion—Imrratinc Packaces AND ConTAINERS OF Goons. 

Where the plaintiff, Douglass, had for many years imported from 
its principal in France genuine “Roquefort” cheese of the latter’s manu- 
facture, packed in boxes of a distinctive size aand shape and wrapped 
in labels of a distinctive design and color, the use by the defendant of 
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boxes and labels similar in general appearance to those of plaintiff 
for use on a blue cheese, sold as “Roquefort” cheese but not made in 
Roquefort, France, and at a lower price, held unfair competition and 
was enjoined. 


In equity. Action for unfair competition. Judgment for 
plaintiffs. 


Frank, Weil & Strouse (Samuel F. Frank, of counsel), all of 
New York City, for plaintiffs. 

Gertrude Brown, of New York City, for defendant Kings High- 
way Dairy, Inc. 

Charles H. Brown, for defendant Newark Cheese Co., Inc. 


Cortitto, J.: This action is brought by the plaintiff a French 
corporation and one of its American sales representatives, against 
two American corporations, seeking from this court an injunction 
preventing the American corporation from continuing to sell Blue 
cows milk cheese in the form and style of package now used by 
them or in any other or similar package or get up thereof similar 
thereto, or likely to cause the public to be deceived thereby into 
believing that the same contains genuine Roquefort cheese, made of 
sheeps’ milk, and from selling or offering to sell to the public the 
said package containing cows’ milk cheese in response to requests 
by the purchasers for Roquefort cheese, and from in any way direct- 
ly or indirectly stating or representing that “La Fleur” package 
(used by the defendants) or the Danish Blue cheese is Roquefort 
cheese or “genuine imported Roquefort cheese” or selling the same 
as and for “‘Roquefort cheese.”’ The plaintiffs claim that for a 
period of over fifty years there has been manufactured at the village 
of Roquefort in France, and in the immediate vicinity thereof, a 
cheese of distinctive appearance, taste, and esteemed edible quality, 
known as “Roquefort Cheese,’ which was manufactured of ewes’ 
milk, sometimes with a slight addition of goats’ milk, and ripened in 
certain caves in the said vicinity where there existed special condi- 
tions and where there were present certain bacilli of fermentation. 
The cheese so produced was a soft, fat, somewhat friable cheese, 
showing veins and dots of greenish black and white color. It has 
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become will known throughout the world, including the United 
States, as “Roquefort Cheese,” and has commonly and generally 
been sold in the United States as imported “French Roquefort 
Cheese.” 

On July 30, 1925, the Republic of France passed a law which 
is still in full force and effect, and which provides that no person 
may manufacture cheese calling it Roquefort cheese unless the same 
has been prepared and manufactured solely from the milk of ewes in 
the Roquefort District of France, and unless before giving the name 
Roquefort to such product, he files an affidavit to the effect that the 
cheese so termed has been produced and complies with the terms of 
the said law. The plaintiff Societe Anonyme des Caves et Produc- 
teurs Rennis for many years has been engaged in the manufacture 
of the said Roquefort cheese, and since the enactment of the law, 
the corporate plaintiff alleges it has duly filed a certificate of 
registration as a manufacturer of the said Roquefort cheese as 
therein provided. By reason of the fact that Roquefort cheese is 
produced within a limited territory, the number of manufacturers 
is limited and the output of such cheese is likewise limited in 
amount; the number of manufacturers not exceeding twenty in 
number, with only some of them exporting the product to the United 
States. 

The corporate plaintiff is one of the largest producers and ven- 
dors of this cheese, and for many years has been selling large quan- 
tities of the cheese for importation to the United States and par- 
ticularly to the City of New York. The individual plaintiff claims 
that he is the representative of the corporate plaintiff in the United 
States and has the sole and exclusive right to sell the Roquefort 
cheese produced by the corporate plaintiff. Both claim that by 
reason of the reputation acquired by the Roquefort cheese produced 
by the plaintiff corporation and other manufacturers, the cheese 
produced by the plaintiff corporation and other manufacturers in 
the district has come to be known throughout the world as “Roque- 
fort Cheese” and has been sought for by the consuming public, 
which has been accustomed to purchasing the product of the French 
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producers, so that the word “Roquefort” has acquired a secondary 
and generally accepted meaning as indicating the cheese produced 
pursuant to the provisions of the above-mentioned law in France 
and by the French producers out of ewe’s milk. The Roquefort 
cheese of the French manufacturers for many years has been packed 
in round cakes in tinfoil bearing thereon the word “Roquefort,” 
and has been commonly sold by retailers to the consuming public 
by cutting sectors or slices of the cheese with the tinfoil still 
adhering thereto. 

The plaintiffs further claim that since the enactment of said 
law various persons have produced at various places and sold in 
the City of New York and elsewhere an inferior type of cheese 
made of cow’s milk which they have prepared in the form of round 
cakes packed in tinfoil and similar in appearance to the cakes and 
foil wrapping used by the plaintiffs and other manufacturers of the 
genuine Roquefort cheese. This latter cheese manufactured from 
cow's milk resembles in appearance to a considerable extent the 
genuine product manufactured by the plaintiffs, and has been known 
in the producing and wholesale trade as “Blue” cheese or “Danish” 
cheese and is sold for at least one-third less than the French 
product. Since the enactment of the French law relating to the 
manufacture of ““Roquefort Cheese,” the sale of the “Blue” cheese 
has been largely increased in the United States by jobbers and re- 
tailers who have represented to the public by various artifices and 
devices, and have led the public to believe, that the said “Blue” 
cheese was in fact genuine imported French Roquefort cheese made 
of ewe’s milk in conformity with the laws of France, and by means 
of such artifices and devices have caused the public to purchase the 
said “Blue” or “Danish” cheese and other imitations and substitutes 
of real “Roquefort” cheese, in the belief, that they were purchasing 
the real article. It is further claimed by the plaintiffs that these 
practices have increased to such an extent that the sales of the 
genuine imported Roquefort cheese manufactured in France have 
decreased to a considerable extent, although the total importations 
and consumption of cheese has increased, and that the consuming 
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public has purchased quantities of the “Blue” or “Danish” cheese 
from jobbers and retailers, resorting to the device hereinafter set 
forth. By reason of the acts of the said jobbers and retailers, the 
consuming public has been confused and misled into purchasing 
from them the said “Blue’’ cheese and other imitations and substi- 
tutes, believing that the same was genuine French Roquefort cheese, 
and into paying therefor a price far exceeding the value of the said 
“Blue” cheese and approximating the price of genuine Roquefort 
cheese because of such belief. Since the enactment of the French 
law, it has been the practice of various jobbers in Roquefort cheese 
to purchase it from the French manufacturers and to cut up the 
loaves or forms of Roquefort cheese so purchased into sectors or 
pieces of such size as to be separately saleable in small quantity and 
to rewrap the sectors in approximately triangular shapes in tinfoil. 
These sectors are now commonly known as “Roquefort Portions.” 
These portions bore certain lettering indicating that the portion 
was of genuine imported “Roquefort’’ cheese bearing also a descrip- 
tion and fanciful name in the French language and a design of a 
triangular line border in blue ink. On January 12, 1932, the 
individual plaintiff was granted a trade-mark under Serial 290,655 
with respect to this wording and design, and now is using it and 
has also granted various jobbers using the plaintiff’s cheese the 
right to use it. 

Prior to the commencement of this action the defendant Newark 
Cheese Company, Inc., cut up, rewrapped, and sold portions of 
Roquefort cheese, employing in connection with the same, tinfoil 
bearing a triangular line border, with the words “Sante” (a French 
word meaning health), and certain wording and lettering. The 
defendant Newark Cheese Company, Inc., commenced cutting up, 
rewrapping, and packing cheaper and inferior types of cheese con- 
sisting of Blue cheese and Danish in a form of package and 
wrapper design, color, and arrangement and get-up as to be readily 
confused with the portions of genuine Roquefort cheese previously 
sold by the defendant Newark Cheese Company, Inc., under its 
Sante wrapper, using the French word “La Fleur.’’ Both the 
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genuine Roquefort cheese marked “Sante” and the domestic “La 
Fleur” were packed by the defendant Newark Cheese Company, 
Inc., in green boxes of the same shape and size, and of approxi- 
mately the same color, so that when exhibited by retailers, the pub- 
lic would be readily confused and mistake one for the other. The 
plaintiffs further claim that the Blue or Danish cheese in portions 
was of very much less cost to the defendant Newark Cheese Com- 
pany, Inc., than the genuine Roquefort cheese of similar weight. 
By reason of that fact the defendant Newark Cheese Company, 
Inc., was able to sell to retailers the La Fleur portions at a price 
considerably less than that of the Sante portions and those of other 
jobbers who rewrapped genuine Roquefort cheese. Although the 
trade, including wholesalers, jobbers, and retailers, are generally 
informed as to the difference in quality, nature, and price between 
genuine Roquefort cheese and Blue or Danish cheese, the general 
public is not so informed, and the words “Blue Cheese” have in 
value no significance to the consuming public as indicating that it 
is a different article and of lesser value than the genuine Roquefort 
cheese. 

The plaintiffs also claim that the defendant Newark Cheese 
Company, Inc., deliberately prepared and contrived the La Fleur 
portions with the intention of, and for the purpose of, supplying 
unscrupulous retailers with a means, method, and device for cheat- 
ing and defrauding the public by substituting the same for por- 
tions of genuine Roquefort cheese, and pursuant to their plan has 
distributed throughout the City of New York quantities of Blue or 
Danish cheese in the packages labeled La Fleur at a price very 
much lower than the price at which it sold the Sante portions. A 
large number of retailers, it is further alleged, to whom the defend- 
ant Newark Cheese Company, Inc., sold and distributed the Sante 
and La Fleur portions, took advantage of the similarity of wrapping 
appearance and package, so as to sell to the public La Fleur por- 
tions for the genuine Roquefort cheese at prices which would 
represent substantially the price of genuine Roquefort cheese at a 
slightly reduced price and at a much higher price than would be 
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the fair resale price of Blue or Danish cheese if sold without decep- 
tion. The claim against the defendant Kings Highway Dairy 
Company is that it was one of the retailers which offered for sale to 
the public as genuine Roquefort cheese the above La Fleur portions. 

The plaintiffs claim that because of these acts on the part of 
the defendants they have actually misled and are continuing to 
mislead the public into purchasing Blue or Danish cheese in the 
La Fleur portions for genuine Roquefort cheese manufactured by 
the plaintiffs and the other French manufacturers; and that this 
deception has caused the sale of the genuine cheese to be reduced 
and curtailed to a considerable extent, causing damage to the plain- 
tiffs in the sum of $10,000, for which they have no adequate remedy 
at law. 

The defendants admit that there has been manufactured in the 
vicinity of the village of Roquefort, in France, a cheese which has 
become known as a Roquefort cheese, and that it has been a practice 
of various jobbers in Roquefort cheese to cut up the loaves of 
Roquefort cheese into sectors or pieces and to rewrap the same in 
tinfoil in approximately triangular shapes. They further admit 
that on or about January 12, 1932, the plaintiff Douglass was 
granted the trade-mark. They further admit that Blue cheese is 
sold at a lower price than the cheese of the plaintiffs and that they 
sold Sante and La Fleur portions packed in similar boxes of the 
same size and shape. Their defense consists of the claim that 
although the products of the plaintiffs is a Roquefort cheese, their 
own product of Blue or Danish cheese is also a genuine Roquefort 
cheese, and that the term Roquefort applies only to the method of 
making this particular form of cheese, and Roquefort being a 
geographical location in France the plaintiffs have no exclusive 
right to the use thereof. 

The sole question before the court is whether the defendant 
Newark Cheese Company has violated the duty of a dealer coming 
into a field already occupied by a rival of established reputation. 
Has the defendant Newark Cheese Company, by repacking its 
product in the package used by it and by selling at a reduced price, 
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misled the public and caused it to purchase other than genuine im- 
ported Roquefort cheese under the belief that they were buying 
genuine imported French Roquefort cheese? There can be no 
question that up to a few years ago the buying public had pur- 
chased millions of pounds of the plaintiff’s produce which had 
secured a world-wide reputation, and further that in asking for 
Roquefort cheese had that product in mind. There can be no doubt 
that the public in buying Roquefort cheese had become accustomed 
to buy it in portions and become familiar with the triangular shaped 
portions wrapped in tinfoil of a similar shape and coloring now 
used by the Newark Cheese Company. 

This question of unfair competition has been passed upon by our 
courts at various times concerning various products and businesses. 
It arises because of newcomers continually entering in old-estab- 
lished business lines, with the thought that the easiest way to 
create business was to imitate an established trade-mark or the 
get up of a package of a well-known product. In passing upon one 
of the many unfair competition cases that have been tried before 
me, I wrote: 


In deciding a case of this character, it is not always safe to generalize 
from what has been held to infringe or not to infringe in other classes of 
merchandise. Considerable attention must be given to the customs and 
practices of the ultimate consumer of the given type of article. In goods 
that are displayed, with the main appeal to the eye, the label and its 
get-up is perhaps as important a feature as the name itself. . . . The less 
unwary purchaser glancing at the label . . . . would feel satisfied. A casual 
inspection of the label might satisfy him as to the correctness of his 
choice. Cloverdale Spring Co. v. Risedorph, 144 Misc. 338, 340, 257 N. Y. S. 
750, 752. 


In this case I am of the opinion tthat the packages sold by the 
defendants are a colorable imitation of the packages in which the 
plaintiffs’ cheese is sold at retail, and when seen apart from each 
other would deceive a prospective purchaser into believing that he 
was buying the French product. 

In Reckitt & Sons v. Kellogg, 28 App. Div. 111, 113, 50 N. Y. 
S. 888, 889, Mr. Justice Rumsey succinctly sets forth the law as 
applicable to this case as follows: 


A comparison of the packages used by the two parties, respectively, 
shows a remarkable similarity in matters which are likely to catch the 
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eye of the purchaser. The two-cube packages, as they are called, are put 
up in paper of precisely the same color; the packages are of precisely the 
same size; the plaintiff's package is surrounded by a label which covers 
two of the long sides and the two ends, and which is printed in a peculiar 
combination of colors. 

The labels upon the defendant’s package are placed in the same way; 
the same colors are used in a similar combination; the printing upon his 
package is to a considerable extent the same as that of the plaintiff, and 
while a close examination reveals several minor differences, the general 
appearance of the package, even when held at arm’s length, is such that 
one might not only be very easily mistaken for the other, but is quite likely 
to be so mistaken. The remarkable points of similarity exist in those 
things which are likely to catch the eye, while as to those matters which 
are not at first blush apparent there is upon examination a considerable 
dissimilarity. . 

These imitations are so peculiar and striking that they cannot be the 
result of accident. It appears, too, that several persons have been 
deceived into taking the defendant’s goods when they desired to have the 
plaintiff's and have not noticed the deception when the goods were sold 
to them... 

A careful consideration of the evidence leads to the conclusion that the 
defendant’s manner of business was likely to deceive persons who had been 
in the habit of buying the plaintiff's goods, and to mislead them into taking 
the defendant’s goods instead, and that it was intended for that purpose, 
and for that reason we think the judgment of the court below should be 
reversed. .. . 


Even if plaintiffs originally had no trade-mark capable of ex- 
clusive appropriation under the law, the name of their product has 
acquired a secondary meaning as standing for a product imported 
from a locality in which a unique process of manufacture is used, 
facilitated by peculiar natural conditions. Defendants’ make up 
or form of marketing of the product is a clear attempt to lead the 
ultimate consumer, whose protection is perhaps the main considera- 
tion, to be deceived into purchasing defendants’ product in the 
belief that it is plaintiffs’ brand of Roquefort. This deception 
occurs even though defendants refrain from using that name. 
While there is nothing to stop them from imitating the Roquefort 
process, they must not indulge in acts which will deceive the public 
into buying the substitute as the original Roquefort. 

Plaintiffs are entitled to judgment. Findings passed upon. 
Submit decision and judgment on notice. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for a preparation for treatment of human foot 
troubles, etc., a mark consisting of the word “Skram” with the 
letters arranged vertically and horizontally so that the letter “R” 
forms a part of the word in each direction, all enclosed in a circle, 
in view of the prior adoption and use by opposer of the word 
“Bayer” similarly arranged with the “Y” forming a part of the 
word in each direction, as a trade-mark for goods of the same 
descriptive properties. 

The ground of the decision is that the marks as applied to the 
goods of the respective parties are confusingly similar. 

In his decision, after stating that the goods of the two parties 
are of the same descriptive properties and that, if applicant’s mark 
disclosed nothing more than the word “Skram,” or the opposer’s 
mark only the word “Bayer,” even though arranged in cross forma- 
tion, he would be inclined to agree with the Examiner of Interfer- 
ences that there was no likelihood of confusion, the Assistant Com- 
missioner said: 


But to my mind this peculiar arrangement of the words, when added 
to their association with substantially identical designs, renders the marks 
viewed in their entirety rather strikingly similar in general appearance. 
A purchaser asking for the goods of either party by name could of course 
not be deceived, nor would mistake be likely to occur were either mark 
closely inspected. But the similarity is such that the two marks, when 
stamped on merchandise displayed on the shelf or in the showcase of the 
same dealer, may easily impress the casual observer as being the same. 
The case is a close one, but as I do not consider the question of probable 
confusion to be free from doubt I am constrained to sustain the opposi- 
tion. 


Spencer, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1905, as a trade-mark for a prepared mixture to 
be used in making biscuits, the term “Minitmix,’ if a disclaimer is 
filed of the word “Minit” apart from the word “Mix” and the word 
“Mix” apart from the word “Minit.” 


* Bayer Company, Inc. v. The Skram Company, Opp. No. 13,002, 159 
M. D. 351, October 19, 1934. 





4 
7 


ee ee oe 


Amine 


Se en ee eee 





DECISIONS OF THE COMMISSIONER OF PATENTS 589 


The ground of the decision is that the mark as so limited does 
not fall within the provision of section 5 of the Trade-Mark Act 
that marks which consist merely of words or devices which are 
descriptive of the goods with which they are used may not be 
registered. 


In his decision the First Assistant Commissioner, after noting 
the difficulty in distinguishing between words which are descrip- 
tive and words which are suggestive and noting that the difficulty 
is that such marks shade gradually from one type into the other, 
said: 


The reason that registration of descriptive words is not permitted is 
because the public and, more particularly, the manufacturer or vendor 
are entitled to the free and untrammeled use of the appropriate and apt 
terms of the English language in describing merchandise. To give to 
any manufacturer the exclusive right to descriptive language deprives 
every one else of just so much. Obviously, if more and more descriptive 
terms were exclusively appropriated, greater and greater would be the 
deprivation of the public. 


He then noted that the only recognition of the registration of 
descriptive marks which have required a secondary meaning is that 
under the ten-year clause of the Act of 1905 and under the Act of 
1920, and said: 


The applicant here, as is the case with most, does not seek registration 
under either of the above provisions, and accordingly finds itself faced 
with the general prohibition that operates against the registration of 
descriptive terms. Consequently, in order to permit registration, this 
tribunal must be convinced that the notation, namely, “Minitmix” is not 
descriptive of the product in association with which it is employed, namely, 
biscuit flour. 


He then said: 


What is a descriptive term and what is the test for determining whether 
a given notation is such? In my opinion the answer to this question is not 
of great difficulty. A descriptive term is any one that would normally 
and naturally be employed by a manufacturer in describing the particular 
goods upon which the mark is used. Would “Minitmix” be so employed? 
I do not believe so, particularly, if the applicant is required to disclaim 
the word “Minit” apart from the word “Mix” and the word “Mix” apart 
from the word “Minit,” and I require the applicant to do so. 


With reference to the provision of section 5 of the Trade- 
Mark Act, he said: 
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The appearance herein of the term “merely” seems to have caused con- 
siderable confusion. It is constantly argued on behalf of applicants that 
if a mark has one meaning that is descriptive of the goods and another 
meaning that is not, the notation is not “merely” descriptive and registra- 
tion should accordingly be allowed. This is unsound. The fact that a 
term, otherwise descriptive, may have a dual meaning, or even a secondary 
significance, does not render it registrable when it is applied to goods of 
which it is descriptive. The purport and intent of the term “merely” as 
it appears in the Act has been succinctly announced by the Supreme Court 
of the United States in the case of Beckwith v. Commissioner of Patents, 
252 U. S. 538; 274 O. G. 613; 1920 C. D. 471 [10 T.-M. Rep. 255]. 

In that controversy Mr. Justice Clark delivered the opinion of the 
Court and held that the term “merely” applies to composite marks in 
which a part of the mark is descriptive and the balance is entirely fanciful 
and arbitrary. Justice Clark points out that if the entire mark were 
descriptive, registration would be refused but since only a portion of it 
was descriptive the mark, regarded in toto, was not “merely” descriptive. 


He also referred to the case of Horlick’s Malted Milk Co. v. 
The Borden Company, 295 F. Rep. 232; 54 App. D. C. 91; 319 
O. G. 709; 1924 C. D. 197 [3 T.-M. Rep. 476], noting that the 


court in that decision had construed the term “merely” as applying 
only to composite marks. 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for clocks and watches, the notation 
“Gotham Shock-Bilt,” in view of the prior adoption and use by 
opposer of the word “Gorham” as a trade-mark for the same goods. 

The ground of the decision is that the marks are confusingly 
similar. 

With reference to applicant’s argument that opposer had made 


only a slight use of its mark as applied to clocks and watches, the 
First Assistant Commissioner said: 


This contention, however, is of no significance since the statute prohibit- 
ing registration of any mark confusingly similar to that owned and used 
by another does not require a specific amount of use in order to prevent 
registration. Limited bona fide use is as competent as wide, extensive use. 


With reference to the similarity of the marks, he said: 


The term “Shock-Bilt” is descriptive, has been disclaimed, and must 
therefore, for purposes of this controversy, be regarded as mere sur- 
plusage. The distinctive, predominant part of the mark is “Gotham” and 


* Ex parte Pillsbury Flour Mills Co., Ser. No. 337,353, 159 M. D. 347, 
October 19, 1934. 
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it is unimportant whether descriptive words are employed in connection 
with it. The term “Gotham” is the only part that denotes origin or source 
of manufacture. For example, the ordinary purchaser seeing the notation 
“Gotham Shock-Bilt” on the face of a watch might misread it as “Gorham 
Shock-Bilt.” If this should happen, the inclusion of the term “Shock- 
Bilt” would in no wise tend to avoid or even lessen the confusion. 
Comparison reveals that “Gorham” and “Gotham” are spelled alike 
except that the letter “R” in the former has been replaced by a “T” in 
the latter. In the use of these marks on the goods in question, namely, 
clocks and watches, the name is applied in small letters and to a casual 
purchaser it would be almost impossible to distinguish between the two.* 


Descriptive Terms 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the words “Shaving Milk” as a 
trade-mark for liquid shaving soap. 

The ground of the decision is that the mark is descriptive of 
the goods. 

In his decision the First Assistant Commissioner said: 


Obviously, the word “shaving” is thoroughly descriptive and therefore 
the right to registration, if it exists, must depend upon the inclusion there- 
with of the term “Milk.” To this latter word a dual meaning may be 
assigned. In the first place, according to the dictionary definition, milk, 
as used in pharmaceutical preparations, means merely an emulsion or a 
liquid containing precipitates in suspension. This meaning of the word 
“Milk” is clearly descriptive of the product, namely, liquid shaving soap. 

The only other significance that can be attached to the word “Milk” is 
that it is a play on the word “cream” and that the applicant has coined 
the expression “Shaving Milk” by a parody on the well-known product 
“Shaving Cream.” If this play on words brought about a result entirely 
arbitrary and fanciful, registration could not be refused but, unfortunately, 
in the case at hand, it has resulted simply in the coinage of a descriptive 
expression, namely, “Shaving Milk” indicating, descriptively, an emulsified 
preparation for shaving. 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the notation “Multi-Plate” as a 
trade-mark for corrugated metal culverts. 

The ground of the decision is that the term is descriptive of 
the goods. 


*Gorham Manufacturing Company v. Gotham Shock-Bilt, Inc., Opp’n 
No. 12,555, 159 M. D. 358, October 27, 1934. 

*Ex parte Parfumerie Roger et Gallet Société Anonyme, Ser. No. 
346,921, 156 M. D. 357, October 27, 1934. 
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In his decision, after stating that it appeared that the culverts 
to which applicant applies its mark consist of a plurality of curved 
metal sheets or plates joined together and that applicant insists 


that the separate pieces are properly called “staves,” the First 
Assistant Commissioner said: 


That the term “Staves” is the proper technical designation I have no 
doubt, but I am equally convinced that such expressions as plates, sheets, 


sections, etc. are also appropriate. For purposes of describing the goods 
in question these latter designations may not be as artistic as “staves” but 
they are not wrong when so employed. Accordingly, the expression “Multi- 
Plate” indicates to my mind nothing more than a plurality of plates and, 
since the goods in question are so comprised, I am led irresistibly to the 
conclusion that the notation is clearly and merely descriptive of the goods.‘ 


Goods of Different Descriptive Properties 


Spencer, F. A. C.: Held that applicant is entitled to register 


the term “Pento” as a trade-mark for an energizer to be added to 
gasoline, kerosene, etc., notwithstanding the prior use by opposer, 
of the terms “Penetroil’ and “Penetro” as trade-marks for a 
medicinal liniment and a mouth wash, respectively. 

In his decision the First Assistant Commissioner noted that the 
applicant had filed no answer and that the examiner of interfer- 
ences properly considered the record to determine whether the 
facts were such as to justify entering a decree sustaining the op- 
position (citing the cases of Vick Chemical Co. v. Cordry, 5 U.S. 
Pat. Q. 117, and Vick Chemical Co. v. Cordry, 19 C. C. P. A. 828; 
1982 C. D. 144 [22 T.-M. Rep. 26]). He also stated that the 
allegation in the notice of opposition of use by the opposer of the 
term ‘“‘Pento-Rub” for a penetrating rubbing preparation, could 
not be considered since it was not alleged that this notation was 


employed prior to the filing of applicant’s application for registra- 
tion. 


He then said: 


The procedure followed by the Examiner of Trade-Mark Interferences 
is deemed to be clearly correct and it is accordingly held that the only 
matter here for review is whether the concurrent use of both notations 
upon the respective goods of the parties would be likely to result in con- 


*Ex parte The American Rolling Mill Company, Serial No. 331,767, 
159 M. D. 356, October 27, 1934. 
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fusion. In passing upon this sole issue, it is held that motor fuel ener- 
gizers are goods of different descriptive properties from both mouth washes 
and medicinal liniments. Also, in accordance with the decision in the case 
of Duro Pump & Mfg. Co., v. Thomas Maddock’s Sons Co., 36 F. (2d) 
1005; 394 O. G. 281; 1930 C. D. 197 [20 T.-M. Rep. 54], the differences 
between the marks of the respective parties have not been overlooked.* 


Frazer, A. C.: Held that applicant is entitled to register, as 
assignee of J. Elliott Wiley, the term “Blurex’”’ as a trade-mark for 
starching compounds, notwithstanding the prior adoption, use and 
registration by opposer of the marks “Rex,” “Rexall,” “Rex- 
i Agarex,” ““Rex-Mentho,” “Alco-Rex” and 
“Bisma-Rex,” as applied to medicinal or toilet preparations. 

The ground of the decision is that the goods of the parties are 
not of the same descriptive properties and there is no likelihood 
of confusion by reason of the use of the marks of the respective 
parties upon the goods. 

With respect to the goods the Assistant Commissioner said: 


While it is claimed, both in the notice and in the brief, that at least 
one of these marks is applied to various laundry preparations, the cer- 
tificates of registration are all restricted to medicinal remedies or toilet 
preparations, and there is no satisfactory evidence that any of the marks 
has been otherwise used. Applicant’s starching compounds, on the other 
hand, consist of a starch finish and a washing and bluing powder, which 
are used only in the washing of clothes. It is thus apparent that the goods 
of the parties differ widely both as to character and use. Moreover, ap- 
pellant’s preparations are available to the public in drug stores only, while 
those of applicant are sold exclusively through grocery stores. 


> 66 


Salvine,” “Rexillana, 


With reference to the allegation that confusion has been proven, 
he said: 


The evidence in this regard is to the effect that one of appellant’s em- 
ployes asked for “Blurex” at several drug stores in Somerville, Massachu- 
setts, and that in two instances the suggestion was made by the clerk that 
it may be a Rexall product. It is quite clear, however, that these sugges- 
tions were in each case merely incidental to the casual attempt of the clerk 
to help a customer locate a product of which he had never heard. Such 
evidence is wholly insufficient to establish confusion in trade within the 
meaning of the statute. Parfumerie Roger & Gallet v. M. C. M. Co., 24 
Fed. (2d) 698 [18 T.-M. Rep. 139}. 


With reference to the marks themselves, the Assistant Com- 
missioner noted the ruling of the Court of Customs and Patent Ap- 


* Plough, Inc. v. Pento Products Corporation, Oppn. No. 13,280, 159 
M. D. 329, September 12, 1934. 
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peals in the Purex Corporation v. United Drug Co., 489 O. G. 269, 
67 Fed. (2d) 918 [24 T.-M. Rep. 17], in which the Court, revers- 
ing the Patent Office, held that the mark “Purex” is not confusingly 
similar to the marks “Rex,” “Puretest,” or “Rexall,” stating that 


it had neither the appearance nor the sound of those marks, and 
then said: 


Obviously “Blurex” bears no closer resemblance to any of appellant’s 
marks than does “Purex,” and in view of the close similarity of the goods 
of the respective applicants in the two cases the language quoted from 
the opinion would seem equally applicable to either set of facts.’ 


Frazer, A. C.: Held that applicant is entitled to register, as 
a trade-mark for finishes for floors and other furniture surfaces— 
namely waxes in solid and liquid form, tire paint and paint enamels, 
a mark consisting of the word “Noxon” written both horizontally 
and vertically to form a cross and enclosed in a circle, notwith- 
standing the use by opposer of a trade-mark for drugs and pharma- 
ceutical products consisting of the word “Bayer” similarly written 
and used with or without the enclosing circle. 

The ground of the decision is that the goods are not of the 
same descriptive properties. 

In his decision, after stating that, while the words involved in 
the two marks are obviously dissimilar except as to the number 
of letters in each, their peculiar arrangement is such that there is 
possibility of confusion if these marks were used upon the same 
grade of merchandise, the Assistant Commissioner said: 

Opposer applies its mark to a general line of drugs and pharmaceutical 
products. Applicant’s is used on “finishes for floors and other furniture 
surfaces, namely waxes in solid and liquid form, tire paint and paint 
enamels.” The bare recital of their nature would seem sufficient to refute 
the proposition that ‘hese are goods of the same descriptive properties 
within the meaning oi the Trade-Mark Act. 

He then noted the argument for counsel that the question 
whether the goods are of the same descriptive properties depends 
upon whether they “belong to a collection capable of a general 
definition,’ and that the case of Cheek-Neal Coffee Co. v. Hal Dick 


*United Drug Company v. J. Elliott Wiley, Oppn. 12,821, 159 M. D. 
335, September 18, 1934. 





a eel 


sn 


ers 


cs I A 


seh ali CaS ne Na, A 







































DECISIONS OF THE COMMISSIONER OF PATENTS 595 


Mfg. Co., 40 F. (2d) 106, 395 O. G. 10, 17 C. C. P. A. (Patents) 
1103 [20 T.-M. Rep. 274], was cited as authority for applying 
that test. 

He then said: 


Counsel do not indicate what general definition they think applicable 
to the merchandise here involved; and to me none seems available, unless 
resort be had to terms so broad that they could not reasonably be said 
to come within the doctrine of the cited case. I think the court used the 
phrase quoted in a much more restricted sense than that in which counsel 
now seek to apply it. 

He then noted the decision of the Court of Customs and Patent 
Appeals in Purex Corporation v. United Drug Co., 439 O. G. 269, 
67 F. (2d) 918 [24 T.-M. Rep. 17], and pointed out that in that 
case the court had held in effect that pharmaceuticals and medi- 
cinals are not of the same descriptive properties as a bleach and 
water softener, and said: 


In my opinion the facts there disclosed are much nearer those of the 
present record than are the facts upon which the earlier case was decided. 
I am convinced that the goods of the parties here are fundamentally dif- 
ferent, both as to class and as to description.’ 


Frazer, A. C.: Held that applicant is entitled to register the 
mark consisting of the letters “EA” in a distinctive monogram, as a 
trade-mark for the goods involved in the two oppositions, namely, 
for soap and for rouge, sun tan oil, talcum powder, perfumes and 
bath salts, respectively, notwithstanding the prior adoption and 
use by opposer of a trade-mark consisting of the initials “E. A. M.” 
as applied to novelty cases, including ornamental cases for toilet 
preparations. 

In his decision the Assistant Commissioner stated that there 
had been filed by each party a stipulation in lieu of testimony, that 
of the opposer being to the effect that: 


“the business of Elgin American Manufacturing Company has been con- 
cerned principally with so-called novelty cases, and other miscellaneous 
items of an allied nature”; that “it has manufactured and sold cigarette 
cases, vanity cases, and various toilet articles”; that “it has produced and 
sold in large quantities certain novelties, including vanity cases, rouge 
boxes, compact boxes, powder containers, make-up boxes, compacts for 


*The Bayer Co., Inc. v. Noxon Chemical Products Co., Inc., Opp’n No. 
13,003, 159 M. D. 355, October 26, 1934. 
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both loose and cake powder, cold cream containers, perfume containers, 
lip-stick holders, eyebrow pencils, soap receptacles, various toilet articles, 
and cigarette cases, made of precious metals and also in whole or in part 
of base metals, and also of certain alloys”; and that “the cases, boxes, 
containers, holders and pencils aforesaid have been sold by Elgin American 
Manufacturing Company complete with their intended contents, and in 
addition and as an incident thereto, refills for certain of such cases, boxes, 
containers and holders have been sold.” 


He then said: 


Appellant urges that the several phrases above underscored indicate 
conclusively that it deals in toilet preparations. I have given this conten- 
tion careful consideration in the light of the entire record, and have come 
to the conclusion that the evidence is insufficient to support a finding that 
appellant trades in any of the articles described in the applications for 
registration. If it did I am convinced that counsel would have so stated 
in clear unmistakable language, instead of resorting to such vague and 
ambiguous expressions as those employed. 

In this connection it is further to be noted that the stipulation as to 
trade-mark use would not warrant a finding that opposer’s mark has been 
applied to toilet preparations or to refills for any of its containers, even 
had it been established that opposer dealt in such merchandise. The stipu- 
lation is that opposer’s mark “has been used on and in connection with 
lockets, cigarette cases, vanity cases, card cases, match safes and powder 
boxes,” and in addition thereto on “rouge boxes, compact boxes, powder 
containers, make-up boxes, compacts for both loose and cake powder, 
cold cream containers, perfume containers, lipstick holders, eyebrow 
pencils, soap receptacles, and various toilet articles.” In my opinion this 
language does not include the class of merchandise under consideration. 

I am convinced that appellant’s business is restricted almost exclusively 
to the manufacture and sale of metal novelties, including toilet articles 
but not toilet preparations; and that the determinative question upon this 
phase of the controversy is whether or not ornamental containers for 
toilet preparations possess the same descriptive properties as the products 
they are designed to contain. 


He referred to the case of Cluett, Peabody & Co. v. Hartogenis, 
396 O. G. 707, 41 F. (2d) 94, 17 C. C. P. A. (Patents) 1166 [20 
T.-M. Rep. 452], relied on by opposer’s counsel and said: 


In that case it was held by the Court of Customs and Patent Appeals 
that shirts and collars are of the same descriptive properties as collar 
buttons, because “they clearly belong to the same general class of men’s 
wear.” I think the situation here is entirely different. It would require 
a very distorted meaning of terms to say that a cake of soap belongs to 
the same general class as a metal soap box, or that an ounce of perfume 
has characteristics in common with its ornamental container. Once that 
he held it would necessarily follow that barrels and beer are of the same 
descriptive properties; likewise bottles and pickles, crates and eggs, bags 
and flour, etc. I have found no case that goes to that length, and in the 
absence of a binding judicial pronouncement to the contrary my own 
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opinion is that no such meaning can properly be read into the language of 
the statute. 

With reference to the question of the similarity of the marks, 
he said: 
Applicant’s mark in each case consists of the letters “E A” arranged 
to form a distinctive monogram. Opposer’s mark, as disclosed in its 
registration and in all the specimens of record, is made up of the three 
initials “E. A. M.” printed in perfectly plain type. It may be that if 
the letters were arranged in substantially the same manner the difference 
in their number alone would not be sufficient to negative the possibility 
of confusion, but here the arrangement is so strikingly different as to 


remove all semblance of similarity save only the occurrence of the two 
letters in common.’ 


No Trade-Mark Use 


Frazer, A. C.: Held that applicant is not entitled to register 
under the Act of 1905, a mark which it does not claim to have used 
but only claims that it was used by its “owned and controlled com- 
panies.” 

The ground of the decision is that property rights in trade- 
marks are created exclusively through their use in commerce by 
the proprietor. 

In his decision, with reference to the question of ownership of 


the mark by the applicant, the Assistant Commissioner said: 
No claim is made that applicant itself has ever used the mark. In 
fact it is doubtful that applicant could, under its charter, make such use 


of any trade-mark as would result in ownership entitling it to registration, 
for, as stated in the brief: 


“Applicant is neither a manufacturing nor a selling corporation. 
It is not a corporation engaged in interstate commerce. It is solely 
a stockholding corporation.” 


Then, after stating (and citing decisions in support of the 
statement) that rights in trade-marks are created exclusively by 
their use by the proprietor and that the argument on behalf of the 
applicant is that it acquired such proprietorship by virtue of its 
alleged ownership of the assets and good-will of the subsidiary 
corporations employing the mark in trade, he said: 


*Elgin American Mfg. Co. v. Elizabeth Arden, Inc., Opp’n Nos. 12,977 
and 13,026, 159 M. D. 342, October 13, 1934. 
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I am clearly of the opinion that this contention is unsound. Stock- 
holders in a corporation, be they few or many, control its operations only 
to the extent that they select its officers and directors. Otherwise they 
exercise neither control nor ownership of its property, nor as long as it 
is a going concern, do any of them or all of them combined own any 
part of its assets. Were it otherwise no corporation could long exist, 
for if each stockholder owned a proportionate share of its property, 
obviously its ability to do business would hang upon the whim of every 
individual who may acquire a share of its stock. 


He referred to a number of decisions of the Supreme Court with 
reference to the effect of the ownership by one corporation of the 
majority of the stock owned by another, and said: 


I am thus convinced that applicant’s ownership of part or all of the 
capital stock of these other corporations does not vest in it any property 
rights whatsoever in the trade-mark used by the latter. Each of them 
is a separate legal entity regardless of who owns its stock; and the mark 
it employs, through use in commerce, becomes its property and not that 
of its stockholders. It necessarily follows that applicant has no right to 


register the mark, such right being by statute restricted to the owner 
thereof. 


He distinguished the case from that of Koebler Weye Baking 
Co. v. J. S. Ivins’ Son, Inc. [24 T.-M. Rep. 161], where one of the 
subsidiaries of the company had sued on a trade-mark which was 
used by other of the subsidiaries, and said: 


The only resemblance between that case and this is that they both 
disclose the existence of holding and subsidiary corporations. There the 
ownership of the mark was claimed by a subsidiary whose goods it served 
to identify, the rights of the holding corporation being in no manner 
involved. Here the holding corporation seeks to predicate ownership in 
itself upon use by its subsidiaries, and the rights of the latter are only 
incidental. Moreover, the right to register, which is the only question 
for determination on this appeal, did not enter into the cited case even 
remotely.” 


* Ex parte U. S. Steel Corporation, Ser. No. 344,956, 159 M. D. 337, 
October 5, 1934. 
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UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation ae secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 
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